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LAW RELATING TO COPYRIGHT IN PRINTS AND 
LABELS—AMENDMENT 


[ Pustic—No, 244—761H Coneress] 


[ Cuapter 896—Istr Session ] 


[H. R. 153] 


An act to transfer jurisdiction over commercial prints and labels, for the 
Jurpose of copyright registration, to the Register of Copyrights. 


Be it enacted by the Senate and House of Representatives of the 
United States of America in Congress assembled, That, effective at 
the close of business June 30, 1940, Section 3 of the Act entitled 
“An Act to amend the law relating to patents, trade-marks, and 
copyrights,’ approved June 18, 1874 (17 U. S. C. 68), is hereby 
repealed, but all original or renewal copyrights affected thereunder 
shall continue in full force and effect for the balance of the respec- 
tive unexpired terms, subject to all the rights and remedies accorded 
by existing copyright law. 

Sec. 2. Section 5 (k) of the Act entitled “An Act to amend and 
consolidate the Acts respecting copyright” approved March 4, 1909, 
is hereby amended to read: “(k) Prints and pictorial illustrations 
including prints or labels used for articles of merchandise.” 

Sec. 3. That commencing July 1, 1940, the Register of Copy- 
rights is charged with the registration of claims to copyright prop- 
erly presented, in all prints and labels published in connection with 
the sale or advertisement of articles of merchandise, including all 
claims to copyright in prints and labels pending in the Patent Office 
and uncleared at the close of business June 30, 1940. All such 
pending applications and all fees which have been submitted or 
paid to or into the Patent Office for such pending applications, and 
all funds deposited and at the close of business June 30, 1940, held 
in the Patent Office to be applied to copyright business in that Office, 
shall be returned by the Commissioner of Patents to the applicants. 
There shall be paid for registering a claim of copyright in any such 
print or label not a trade-mark $6, which sum shall cover the ex- 
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pense of furnishing a certificate of such registration, under the seal 
of the Copyright Office, to the claimant of copyright. 

Sec. 4.  Subsisting copyrights originally registered in the 
Patent Office prior to July 1, 1940, under the provision of law re- 
pealed by Section 1 hereof, shall be subject to renewal in behalf of 
the proprietor upon application made to the Register of Copyrights 
within one year prior to the expiration of the original term of 
twenty-eight years. 

Approved, July 31, 1939. 


Emerson Evectric MANUFACTURING Co. v. Emerson Rapio & 


PHONOGRAPH CORPORATION, ET AL. 
(42 U. S. P. Q. 286) 


United States Circuit Court of Appeals, Second Circuit 
July 17, 1989 


‘Trape-Marks AND Trape-Names—“Emerson”—Sate or Business In Bank- 
rupTCY—ConTINvITY OF Bustness REPUTATION. 

The sale in bankruptcy of defendant’s business in putting out radios 
and phonographs under the name “Emerson” did not break the con- 
tinuity of reputation upon which customers relied. 

Trapve-Marxs—REGistraTION—EFrect. 

Plaintiff's registration of the name “Emerson” did not enlarge its 
substantive rights, but merely conferred jurisdiction on federal courts 
and gave certain procedural advantages. 

TrapE-Marks aNp Unram Competirion—SurnaMeE “Emerson” on Rapios 
AND ON Execrric Morors. 

Plaintiff in 1923, when defendants began to make and sell radios, 
had been in business for thirty-three years, during which time it had not 
made or sold radios, its business being restricted to electric motors of 
various kinds used in household appliances. In 1922, however, it made 
and sold a generator for a radio transmitter, and, a few years later, 
a “converter with filter,” also a dynamotor, an attachment for “stepping 
up” the voltage of motor car radios. Defendants in 1923 began to make 
and sell radios in combination with a manually operated phonograph, 
their predecessors having for eight years previous continuously made 
and sold phonographs and records under the name “Emerson.” In 1924 
or 1925 defendants began to use the name on separate radios. Held 
that, inasmuch as no evidence was adduced to show confusion of cus- 
tomers as to the parties, there was no unfair competition, and the deci- 
sion of the lower court dismissing the complaint was affirmed. 

Unrar Competirion AND Trape-Marks—Prorper Names—TERRITORIAL 

REstRICTIONS. 

Where one party has begun business under a trade symbol in terri- 
tory which an earlier user has not yet invaded, the latter cannot stop 
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him when the second is not shown to have known of existence of com- 
petitor’s business in the other territory. Such knowledge might make a 
difference where disputed symbol is a trade-mark, but not when it is a 
proper name, lawfully used by second party. 


In equity. Action for alleged unfair competition. From a 


decision of the United States District Court, Southern District of 


New York, granting injunction, defendant appeals. Affirmed. For 
decision below, see 28 T.-M. Rep. 525. 


Before L. Hann, Cuase and Parrerson, Circuit Judges. 


L. Hann, C. J.: Judge Goddard’s opinion in the district court 
(24 F. Sup. 481) so fully states the facts that we may proceed at 
once to a discussion of the merits, supplementing his statement as 
we go, so far as that may be necessary. In 1923, shortly after 
Abrams bought the old Victor H. Emerson business, then in bank- 
ruptcy, the defendants began to make and sell radios in combination 
with a manually operated phonograph. The bankrupt company had 
already been in existence for eight years, during which it had con- 
tinuously made and sold phonographs and records. It was a natural 
step to combine these with radios, when radios became commercially 
available, and to put both into a single cabinet. The defendants 
changed to separate radios in 1924 or 1925, and their sales have 
since then increased, as set forth in Judge Goddard’s opinion. In 
1923 the plaintiff had already been in existence for thirty-three 
years, during no part of which had it made or sold radios; indeed, it 
has never done so. It had, however, from the outset sold electric 
motors of one sort or another, installed in all sorts of household ap- 
paratus and devices. Its first excursion into the radio field was in 
1922 when it made and sold a generator to supply power to a radio 
transmitter; this it sold for two or three years. In 1926 it made 
experiments with receiving sets which, however, it never marketed ; 
and in 1926 and 1927 it sold a “converter with filter,” as an attach- 
ment to a receiving set. Its most important item was the “dyna- 
motor,” an attachment for stepping up the voltage for a radio in a 
motor car. This it began to market in 1931, but the sales had sub- 
stantially disappeared by 1935. These are the plaintiff’s nearest 
approaches to the radio market. Outside of that market in 1923, 
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when the defendants first made the combination radio-phonograph, 
they and the plaintiff both had an interest in the name “Emerson” ; 
the plaintiff, because of its long continued use, just described, and 
the defendants, because it is universally recognized that the sale of 
a business does not break the continuity of that reputation upon 
which customers are likely to rely. Kidd v. Johnson, 100 U. S. 617; 
Brown Chemical Co. v. Meyer, 1389 U. S. 540; Richmond Nervine 
Co. v. Richmond, 159 U. S. 298. 

The doctrine upon which the plaintiff must rely is an outgrowth 
from the general principles of unfair competition. It depends upon 
two supposititious interests which the putative wrongdoer invades. 
One of these is not in any sales of which he will deprive the plain- 
tiff at the time, for the plaintiff is not selling any of the wares in 
question, but in those sales which the plaintiff will lose in case he 
chooses to extend his business into the market which the wrongdoer 
has begun to exploit. In the case at bar the defendants will not take 
away any customers from the plaintiff, unless the plaintiff begins to 
sell radios, and, so far as appears, it has no such purpose, for the 
present at least. The other interest is the plaintiff's general reputa- 
tion which goes with his name. Buyers from the putative wrongdoer 
may also buy from the plaintiff, and may confuse the two; the plain- 
tiff will not wish to expose his reputation to the chances of the 
wrongdoer’s conduct of his business. Again in the case at bar, noth- 
ing, with the exception of a single postcard, has as yet come to 
light to indicate that the plaintiff has suffered in public esteem. So 
far as appears, the defendants carry on their business in an entirely 
respectable way, though they make and sell a very cheap radio. 
Courts have not always thought these two interests—both, it will be 
observed, altogether future and contingent—substantial enough to 
justify their intervention. Borden’s Ice Cream Co. v. Borden’s 
Condensed Milk Co., 201 F. Rep. 501 (C. C. A. 7). However, more 
recently it has become settled that they may be; that is to say, if 
one merchant has established a business under his name in wares of 
one sort, a second merchant may not use that name in selling other 
wares, if these are so like the first merchant’s that the public will be 
. apt to think that the first merchant is selling them. We have so held 
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a number of times. Aunt Jemima Mills v. Rigney, 247 F. Rep. 407; 
Anheuser-Busch Co. v. Budweiser Malt Products Co., 295 F. Rep. 
306; France Milling Co. v. Washburn-Crosby Co., 7 F. (2d) 304; 
Yale Electric Corp. v. Robertson, 26 F. (2d) 972; L. E. Waterman 
v. Gordon, 72 F. (2d) 272 [22 U. S. P. Q. 268]. (It would serve 
no purpose to collect the many authorities from other circuits.) The 
situation may take various forms. The second merchant may have 
no excuse whatever; he may be a mere pirate. This would be true 
if he used a trade-mark of the first; and such cases offer no difficulty. 
On the other hand, the second merchant may have already estab- 
lished a business in his name, which he may wish to extend into a 
new market, but a market altogether alien to that which he has been 
exploiting, yet akin to that of the first merchant. That would 
probably not be a good excuse. Again, as here, the new market may 
be equally appropriate and akin to the old markets of each, and 
equally important to the business of each. In that event perhaps the 
first of the two to occupy it might succeed in retaining possession, 
although he is junior to the other as between the markets each has 
theretofore been exploiting. Indeed, some courts have even gone 
so far as to excuse a merchant who extends an existing business into 
another’s market, if the extension is reasonably appropriate to his 
business. W. & H. Walker, Inc. v. Walker Bros. Co., 271 F. Rep. 
395 (C. C. A. 1); Federal Securities Co. v. Federal Securities Corp., 
129 Or. 875. Finally, the second merchant may be forced to ex- 
ploit the new market to preserve the business he already has; as 
would, for example, have been true here, if it had been impossible 
to sell phonographs without radios. We have suggested these 
variants merely to show that there can be no rule for all cases, and 
that the conflicting interests must always be weighed. In the case 
at bar, so far as we can see, the interests of the parties in the radio 
market in 1928 were evenly matched, as we have said; but, contrary 
to the two decisions just cited, we shall assume arguendo that 
priority as between the existing markets was the critical fact, and 
that the plaintiff could have enjoined the defendants at that time. 
Upon that assumption the case must be disposed of by considering 
the legal effect of what happened thereafter. 





518 TWENTY-NINTH TRADE-MARK REPORTER 


We may start by at once laying aside the plaintiff's registration 
of its name. That did not enlarge its substantive rights at all; all 
it did was to confer jurisdiction on the court and give the registrant 
certain procedural advantages. Ungle’s-Haoggette Mfg. Co. v. 
Farmers’ H. & C. P. Co., 282 F. Rep. 116 (C. C. A. 8) [6 T.-M. 
Rep. 300]; Scandanavia B. Co. v. Asbestos §& Rubber Works, 257 
F. Rep. 987, 952 (C. C. A. 2) [9 T.-M. Rep. 1386]; Armour & Co. 
v. Louisville Provision Co., 283 F. Rep. 42, 45 (C. C. A. 6) [18 
T.-M. Rep. 44]; Charles Broadway Rouss v. Winchester Co., 300 
F. Rep. 706, 712 (C. C. A. 2) [14 T.-M. Rep. 159]; Kellogg Co. v. 
National Biscuit Co., 71 F. (2d) 662, 666 (C. C. A. 2). The plain- 
tiff was merely a merchant which had used its name upon its goods 
since 1890; and the suit was one of unfair competition. What then 
was the effect upon its rights of the intervening thirteen years be- 
tween 1923 and 1936 when suit was brought? It has been some- 
times said that mere delay will never cut short the remedy of in- 
junction in cases of this sort. McLean v. Fleming, 96 U. S. 245; 
Menendez v. Holt, 128 U. S. 514; Sazlehner v. Eisner, 179 U. S. 
19, 39. Those decisions involved trade-marks proper—or at least 
they were thought to do so—and the reasoning was that infringe- 
ment of a trade-mark was of necessity a fraud, as indeed it would 
almost inevitably seem to be. Such reasoning is out of place when 
the supposed infringer is using his own name to extend an existing 
business into a market which no one else is then exploiting under 
that name. But we need not rely upon that difference alone, for, 


even though mere delay might not bar the suit, there was more here. 


The defendants had built up an immense business at great expense 
by the spring of 1936, so large that, judged as of that time, there 
could be no question that their interest in the name, applied to 
radios, vastly outweighed the plaintiff's. It does not seem to us 
material when the plaintiff learned of this business, though, in fact, 
that was at least as early as 1929, seven years before the suit was 
brought; the critical time is when the court is asked to intervene. 


Of course, so far as the second merchant has had notice. or is 


chargeable with notice, of the interests of the first, nothing that he 
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may do thereafter will give him any stronger hold upon the new 
market; but if he acts innocently, and if he is not chargeable with 
notice, he may demand that the court weigh his interest as it has 
developed at the time suit is brought. There is a great difference 
between such a case and one in which the second merchant invades 
a market which the first is already exploiting. Whether even then 
he is to be charged with notice of the first’s prior user we lay aside; 
but certainly the defendants at bar should not be charged with notice 
that the plaintiff would begin to sell radios, or that the public would 
assume that radios sold by them came from the plaintiff. If the 
plaintiff proposed to keep the radio market as an unused preserve, 
it was bound to protect it against invaders by affirmative action; it 


could not impose upon them the duty of divining its own purposes 


or possible mistakes of the public. In this view we are confirmed by 


those decisions which hold that, if a merchant has set up a business 
in a territory to which an earlier merchant has not yet penetrated, 
the earlier merchant cannot stop him. Hanover Star § Milling Co. 
v. Metcalf, 240 U. S. 403 [6 T.-M. Rep. 149]; United Drua Co. v. 
Rectanus, 248 U. S. 90 [9 T.-M. Rep. 1]; General Baking Co. v. 
Goldblatt Bros., 90 F. (2d) 241 (C. C. A. 7 [27 T.-M. Rep. 421]; 
Esso, Inc. v. Standard Oil Co., 98 F. (2d) 1 (C. C. A. 8) [28 T.-M. 
Rep. 386]. In those decisions, it is true, the second merchant was 
not shown to have known of the existence of the first’s business in 
the other territory. (The defendants are, strictly speaking, not 
shown to have known of the plaintiff here.) Such knowledge 
might make a difference, especially when the disputed symbol was 
a trade-mark. It should not do so, however, when it is a proper 
name, already lawfully used by the second merchant, and when the 
tirst’s extension of business, with which the second is to be charged, 
is not into new territory—which is always probable—but to new 
wares which nobody can foresee. 

The case at bar therefore comes down to whether the defendants 
had notice of the plaintiff's claims before they had built up their 
business. Of these the plaintiff never advised them until it brought 


suit, unless it was by its opposition to the defendant’s registration 
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in 1933 of the name, “Emerson Radio and Television,’ for radios 
and television. That opposition was not a claim to the exclusive 
use of the name, “Emerson,” upon radios; all that was at stake was 
the defendants’ own exclusive right to it; if they failed, it by no 
means followed that the plaintiff was entitled to exclude them. 
Each party might be free; and by that time probably each party in 
fact was free, because already the defendants’ business has become 
very substantial. Only a plain assertion that the plaintiff meant to 
monopolize the name, would have been notice to charge the de- 
fendants, and would have put at risk the continuance of their busi- 
ness. The appeal seems to us peculiarly without merit. 
Decree affirmed. 





Bonp Srores, INcorrporatep v. Bonp Stores, Inc. 
Bonp Srores, Inc. v. Bonp Srores, INCORPORATED 


United States Circuit Court of Appeals, Third Circuit 


May 3, 1939 


Unram Competirion—Corporate NAMes—Proprerty Riou. 

A manufacturer or tradesman who has given to his product a trade- 
name, by which the product is known, and has acquired for it and for 
himself a reputation for excellence, has thereby acquired a sort of 
proprietary interest in the name which, being his property, cannot be 
appropriated by others. 

Unram Competition—Corrorate NamMEes—INTENT. 

The wrong of unfair competition cannot be imputed to a corporation 
which has done nothing more than accept a corporate name bestowed on 
it in ignorance that another corporation in another state bore the same 
name. However, innocence of intention will not avert whatever damage 
is done through confusion of name, the remedy being change of name 
or such use thereof that danger of mistake in identity may be avoided. 

Unrair Competition—Corporate Names—“Bonp.” 

Plaintiff, a manufacturer and seller of clothing, incorporated in 
Maryland in 1937 as “Bond Stores, Inc.,” was not licensed to do business 
in New Jersey until 1937. Defendant was incorporated in New Jersey 
in 1935 as “Bond Stores, Inc.” to do business as a cleaner and repairer 
of clothing. Held that, notwithstanding that long list of corporations 
have “Bond” in their names, the wrong done to plaintiff cannot be con- 
doned by like wrongs done by others, but that defendant’s change of 
name to “Bond Cleaners” is sufficient, defendant being permitted to use 
“Bond” with description of its business in letters at least one-half as 
large as “Bond.” 
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In equity. Action for unfair competition. On appeal and 
cross-appeal from decision of the United States District Court, Dis- 
trict of New Jersey. Affirmed. 


Albert J. Clark, of New York City and Charles F. Lynch, of 
Newark, N. J., for Bond Stores, Incorporated. 
Harry Silverstein, of Millburn, N. J., for Bond Stores, Inc. 


Before Bices and Maris, Circuit Judges, and Dickinson, Dis- 
trict Judge. 


Dickinson, D. J.: The appeal and cross-appeal may be dis- 
cussed as one. The trial court disposed of the case as one of unfair 
competition. There is in the bill a complaint of trade-mark infringe- 
ment, but there is nothing in the evidence to support it. It thus 
dropped out of the case and the trial judge ignored it. It is not a 
little difficult to understand a complaint of unfair competition where 
there is no competition. 

The plaintiff is in the business of manufacturing and selling 
clothing apparel. The defendant sells nothing, but is engaged in 


the business of cleaning and repairing clothing. The real complaint 


of the plaintiff is that the defendant does business under a corporate 
name, which is so similar to that of the plaintiff’s in appearance, as 
to work confusion, and instances of it were put in evidence. Some 
confusion might easily occur and customers of the defendant, misled 
by the similarity in appearance of name, might suppose they were 
dealing with the plaintiff. This may be a cause of annoyance to the 
plaintiff. 

It has been settled for us in a long line of decisions, including the 
Aunt Jemima Mills Co. v. Rigney §& Co., 247 Fed. 407 [8 T.-M. 
Rep. 163], and Yale v. Robertson, 26 F. (2d) 972 [18 T.-M. Rep. 
321], cases that a manufacturer or tradesman who has given to his 
product a trade-name, by which the product is known, and has ac- 
quired for it and for himself a reputation for excellence, has thereby 
acquired a sort of proprietary interest in the name which being his 
property, cannot be appropriated by others. 

Another manufacturer or tradesman who dealt in the same type 
of product and sought to market it under the name which had become 
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associated with the product of the first manufacturer, would clearly 
be guilty of unfair competition and could be enjoined from the use 
of the name thus belonging to the product of the other. The like 
protection has, however, been given against the use of the name in 
the sale of products which are not competitive. This is on the 
ground that such practices are both the filching of a good name and 
obtaining an unearned benefit. The trial judge followed and ap- 
plied the doctrine of these cases. 

There is some discordance in the adjudged cases on the question 
of whether the adoption of the name of a corporation, which is the 
same or deceptively similar to that of another, may be enjoined. 
The states which confer the name, have taken every reasonable 
precaution against the same or a like name being conferred upon 
different corporations. This may easily happen, however, when 
the names are bestowed under the laws of different states. The 
annoyance felt by those who do business under a corporate name 
when the same name is used by others, is very much akin to that 
of the patronymically proud, when a newly admitted citizen assumes 
their family name. The feeling of annoyance can be understood. 

The charge of unfair competition, however is based upon a tort 
and how wrong may be imputed to a corporation which has done 
nothing more than to accept a corporate name bestowed upon it in 
ignorance that another corporation in another state bore the same 
name, is not so clear. Innocence of intention to do a wrong, how- 
ever, will not avert whatever damage is done through a confusion 
of names. The wrong, if any, is not in the similarity of names but 
in the use made of the name in producing confusion of identity of 
person. An effective remedy is a change of name or such use of it 
as that all danger of mistake in identity of person may be avoided. 

The defendant was incorporated November 27, 1935, under the 
laws of New Jersey, by the name of Bond Stores, Inc. The plaintiff 
as a consolidated company was incorporated March 17, 1937, under 
the laws of Maryland, by the name of “Bond Stores, Incorporated,” 
although laying claim to the use of the word “Bond” in its corporate 
name through such use by its predecessors in business since 1915. 
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It was not licensed to do business in New Jersey until 1937, after 
the incorporation of the defendant. 

The industry of counsel has brought to our attention a long list 
of corporations which have the word “Bond” in their corporate 
names. The list could doubtless be indefinitely lengthened. A 
wrong done to the plaintiff, however, cannot be condoned by like 
wrongs done by others. 

The defendant met the charge of an unfair use of its name in a 
very conciliatory spirit. It expressed its willingness to change its 
name, and as we understand, has changed it to that of “Bond Clean- 
ers.” The trial court, because of this, saw no need to incorporate 
this in its decree, but did add that ‘‘the defendant may use the word 
‘Bond’ when coupled with a further description of its business, which 
further description shall be of at least one-half the size of the 
word ‘Bond.’ ”’ 

It is this part of the decree to which the cross-appeal is directed. 
The plaintiff below by its appeal complains of the refusal of the 
District Court “‘to restrain the defendant from the use of the cor- 
porate title Bond Stores, Inc.”’ 

We see no merit in either complaint. The plaintiff below has 
no right to the decree for which it prays, and the regulation of the 
size of the type in which the defendant below shall make printed 
use of the new name it has adopted, is a reasonable one. 


The assignments of error of the appellant and cross-appellant 
are all overruled, and the decree entered by the District Court is 
afirmed, the appellant and cross-appellant each to pay the costs 
on their respective appeals. 





TWENTY-NINTH TRADE-MARK REPORTER 


SINKO, ET AL. v. SNow-Craaes CorPoRATION 
(105 F. R. 2d 450) 


United States Circuit Court of Appeals, Seventh Circuit 


July 7, 1939 


Unrair Competirion—Imiratinc Non-Funcrionat Features or Goops— 
AppEAL—REVERSAL. 

Plaintiff, who, prior to 1936 purchased in rough form, knobs used as 
handles for shift levers and other automobile parts, then converting the 
rough balls into finished products, in 1936 put out a jeweled knob 
having other attractive features, including a tiny metal collar or bezel, 
said jewel and bezel, however, having been known to the art prior to 
1936 and used in connection with other automobile appliances. De- 
fendant in the fall of 1936 began to make and sell jeweled knobs having 
a close resemblance to plaintiff’s product in details of structure, color- 
ing and ornamentation. Defendant’s knob held confusingly similar to 
plaintiff’s and defendant guilty of unfair competition. 

Unram Competirion—Non-Founcrionat Freatures—BEarino or INVALIDITY 
or Design Patent—Seconpary MEANING. 

Plaintiff, manufacturer of automobile accessories, produced a knob 
by adding a “non-functional” jewel, previously having obtained a 
patent and design patent, subsequently declared invalid. Plaintiff, 
therefore, had no right to monopolize, unless the right of exclusion at- 
tached in some other way, as, for example, from the particular trade 
dress having acquired a secondary meaning. 

Unrair CompetitIon—Non-FuncrionaL FEATURES—IDENTIFICATION OF 
MAKER witH Propuct. 

Under conditions here presented, the decision depends on whether 
the public demand was for the knobs made by plaintiff exclusively, or 
for knobs made in a particular manner regardless of who made them. 
The latter condition was here found present. 

‘Trape-Marks—Unrair Competirion—Pusiic PREFERENCE FoR Goops 
Ricut to Monoporize. 

Where a manufacturer creates in the public a desire for his goods, 
the law of unfair competition gives him the right to monopolize or to 
exclude others from copying the product. 


In equity. Appeal from the United States District Court, 
Northern District of Illinois, Eastern Division. Suit for infringe- 


ment of design patent and unfair competition. From the decree, the 
defendant appeals. Reversed. 


Fred Gerlach and Norman Gerlach, both of Chicago, IIl., for 
appellants. ; 

Bernard A. Schroeder, George A. Chritton and Chritton, Wiles, 
Davies, H. Hirschl §& Dawson, all of Chicago, Ill., for ap- 
pellee. 





SINKO V. SNOW-CRAGGS CORP. 


Before Evans, Treanor, and Kerner, Circuit Judges. 


Kerner, C. J.: John Sinko and the Sinko Tool and Manufac- 
turing Co. (hereafter called the “plaintiff” or “Sinko”) brought this 
suit charging the Snow-Craggs Corporation (hereafter called the 
“defendant” or “Cragg’’) with the infringement of a design patent 
and unfair competition. Having acquired jurisdiction of these 
issues (which were based on substantially the same facts), and 
properly so, the District Court decreed the patent invalid as an 
anticipation of the prior art, and determined the unfair competi- 
tion issue in favor of the plaintiff. See Hurn v. Oursler, 289 U. S. 
238, 240, 246, 53 S. Ct. 586, 77 L. Ed. 1148 [23 T.-M. Rep. 267]; 
Armstrong Paint and Varnish Works v. Nu-Enamel Corp., 305 U. S. 
315, 324, 59 S. Ct. 191, 83 L. Ed. —— [29 T.-M. Rep. 3]. From 
the decree enjoining the defendant from placing knobs (for steer- 
ing wheel spinners) on the market which were substantially the same 
as those of the plaintiff, the defendant prosecutes this appeal. 

The complaint charged that Sinko had been marketing the 
knobs with distinctive markings and color combinations, and that 
Cragg had copied these markings and color combinations, so as to 
deceive the public and Sinko customers into believing that they were 
the knobs of Sinko. There was no other charge of misleading or 
fraudulent trade practice. 

Among other things Sinko and Cragg were organized for the 
purpose of engaging in the manufacture and sale of auto accessories. 
The particular accessories in question are knobs, plain and orna- 
mental, which are used either as handles for gear shift levers or as 
spinner attachments for steering wheels. A spinner enables the 
driver of an automobile to grasp the knob and to rotate the steering 
wheel without gripping the rim of the wheel. 

Long prior to 1936, and so the record shows, plain knobs, round 
or fluted, were on the market and in general use. These knobs, used 
as parts of auto accessories, were identical in shape and size to the 
knobs in question. It was Sinko’s practice to purchase knobs in 
rough form from the American Catalin Corporation and other mold- 
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ers of Catalin balls, and then to convert the rough balls into finished 
products by boring, threading, and polishing. 

In 19386 Sinko and Cragg were selling plain knobs, round and 
fluted, to retail dealers of the trade. During 1936 Sinko came out 
with the jeweled knob, round and fluted, which added to the previ- 
ous plain knob a colored button or jewel embedded therein and a 
tiny metal collar or bezel surrounding the jewel. The District 
Court found, and the evidence is not inconsistent, that the jewel 
served no utilitarian or structural function except to enhance the 
beauty of the knob. The record does point out, however, that jewels 
and bezels were known to the art long prior to 1936 and had been 
used previously by the trade in connection with automobile cigar 
lighters and dash-light guards. In this regard, it was Sinko’s prac- 
tice to order the button or jewel from the Automatic Paper Button 
Company and to make the bezel itself. 

Sinko’s ornamental knob, attractive and neat, soon pleased the 
public and created a great demand. Aware of this public demand 
for jeweled. knobs, Cragg in the fall of 1936 decided to satisfy part 
of the demand. Going first to Sinko, Cragg requested it to supply 
the jeweled knobs. Disagreeing as to terms and arrangement, 
Cragg began to make and sell jeweled knobs itself. In the mean- 
time Sinko had taken out a design patent on the jeweled knob, the 
patent decreed invalid below and not appealed from. Early in 
19387 Sinko notified Cragg that its present business conduct in- 
fringed the Sinko patent. Thereafter, Cragg omitted the use of the 
bezel in its manufacture and sale of the ornamental knobs. 

Only a casual inspection of the exhibits in the instant case is 
needed to disclose the fact that Cragg went very far in imitating 
Sinko’s product. Cragg put on the market knobs so resembling 
Sinko’s in details of structure, coloring and ornamentation as to 
make the two competing articles almost indistinguishable. With sev- 


eral exceptions, the simulation of Sinko’s whole article in non-essen- 


tial as well as essential features was practically complete. This 
similarity accounted for the two instances where retail dealers in 
the trade became confused as to the origin of manufacture. 
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In other words, we have here a case where the second comer 
imitates the article substantially, in effect producting a facsimile 
of the first comer’s whole article. The reproduction is not a Chinese 
example, because the bezel was omitted, the spring beneath the 


jewel was not inserted, Cragg’s corporate name, origin of manu- 
facture and trade-mark was imprinted on the spinner bracket at- 
tachment, and the brackets were dissimilar. 

Nor did Cragg make an effort to imitate the packages (in which 
the knobs were enclosed), Cragg’s knobs being enclosed in boxes 
bearing the notation “Cragg Steering Wheel Spinner and Control.” 
Moreover, Cragg did not use the name “Sinko” in any way in adver- 
tising or selling. That is to say, this is a case where nothing is in- 
volved except the copying of the article itself. This is a case where 
there are lacking other features unfair in character, such as the 
simulation of the design on labels, the copying of the form and shape 
of the container, and the similarity of the appearance, position, and 
spelling of the trade-marks. 

The law of unfair competition stresses business integrity, encour- 
ages legitimate trading, and protects good-will against spoliation. 
However, it is not true that all acts done in the trade, which the 
average person would describe as unfair, are actionable. “As a 
manufacturer, one has a perfect right to make any article of com- 
merce not covered by a patent monopoly 
ever, he must respect those methods of honest and upright dealing 
which forbid one competitor from adapting practices which are now 
well understood to be unfair or fraudulent.” William H. Keller 
Inc. v. Chicago Pneumatic Tool Co., 7 Cir., 298 Fed. 52, 57, cer- 
tiorari denied, 265 U. S. 593, 44 S. Ct. 637, 68 L. Ed. 1196 [13 
T.-M. Rep. 393]. The existence of a right of action depends upon 
the peculiar facts of each case, turning on whether what is done by 
one person to get the business of another is done unfairly, i.e., by 
means that involve fraud or deceit. 

In other words, equity will protect the honest, and restrain the 
dishonest, trader. The general rule in these cases has been ad- 
mirably stated in Enterprise Mfg. Co. v. Landers, 2 Cir., 131 Fed. 
240, 241, in this way: 
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.... a court of equity will not allow a man to palm off his goods as 
those of another, whether his misrepresentations are made by word of 
mouth, or, more subtly, by simulating the collocation of details of appear- 
ance by which the consuming public has come to recognize the product of 
his competitor. 


That is to say, the doctrine underlying unfair competition cases 
is to restrain deceitful and fraudulent competition in whatever garb 
of misrepresented identity it assumes. 

In the instant case Sinko, by adding a “nonfunctional” jewel, 
has produced a knob which is particularly desirable in the eyes of 
the purchasing public. Since Sinko’s design patent on this article 
has been declared invalid, it follows that he has no right to monopo- 
lize, unless the right of exclusion attaches in some other way. An 
analysis of the unfair competition cases establish the proposition 
that Sinko’s right to monopolize, and consequently Cragg’s “right to 
imitate” (Mr. Justice Holmes, Saalehner v. Wagner, 216 U. S. 875, 
881, 30 S. Ct. 298, 54 L. Ed. 525), therefore, depends on whether 
the particular trade dress in question has acquired a secondary 
meaning. 

No where has the doctrine of secondary meaning and its indis 
pensability in unfair competition cases received more admirable 
treatment than in Crescent Tool Co. v. Kilborn & Bishop Co., 2 
Cir., 247 Fed. 299, 300 [8 T.-M. Rep. 177], when Judge Learned 
Hand said: 
The cases of so-called “nonfunctional” unfair competition . .. . are 
only instances of the doctrine of “secondary” meaning. All of them pre- 
suppose that the appearance of the article .... has become associated in the 
public mind with the first comer as manufacturer or source, and, if a 
second comer imitates the article exactly, that the public will believe his 
goods have come from the first, and will buy, in part, at least, because of 
that deception. Therefore it is apparent that it is an absolute condition to 
any relief whatever that the plaintiff in such cases show that the appearance 
of his wares has in fact come to mean that some particular person—the 


plaintiff may not be individually known—makes them, and that the public 


cares who does make them, and not merely for their appearance and struc- 
ture. 


In the instant case, as we shall explain later, the existence of a 
secondary meaning, or an identification in the public mind coming 
from the appearance of the jeweled knob is lacking. 
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There is no proof that Cragg was palming off its knobs as the 
merchandise of Sinko, or that the knobs were bought because they 
originated with the plaintiff. Viewing the evidence and all the in 


ferences that may properly be drawn therefrom, it only establishes, 


at best, that Cragg knobs are similar in form and appearance, and 
we fail to find evidence in this case which would indicate that Sinko 


had established a reputation among consumers and dealers, whereby 


the trade dress in question had become associated with the source of 
supply. As Judge Learned Hand, in the Crescent case, supra, 247 
Fed. at page 300, put it: 

The critical question of fact at the outset always is whether the public is 
moved in any degree to buy the article because of its source and what are 
the features by which it distinguishes that source. Unless the plaintiff can 


answer this question, he can take no step forward; no degree of imitation 
of details is actionable in its absence. 


The record clearly justifies the conclusion that Sinko did not 
meet the test prescribed by the law of unfair competition. 

In reality, the facts and circumstances in this record lead to the 
corclusion that no identification of maker with product had been 
established. Thus, we find that every feature of the Sinko product 

—the knob, the jewel, and the bracket—was common property in 
the trade. In particular, the jewel had been extensively used in 
auto equipment manufactured by others for such a long time that it 
seems unlikely that the jewel could ever become an indicator of any 
particular source of manufacture. 

In addition, there is neither evidence of large expenditures in 
advertising the Sinko jewel knob nor evidence that a reasonable 
length of time had elapsed between the Sinko manufacturing and 
the Cragg copying to give Sinko a chance to establish identification 
of article with maker or source. Moreover, it is logical to believe 
that public curiosity as to the source of supply would be confined to 
the shape, form, and color of the ornamental knob, and of these the 
public would largely judge for itself. In this connection a com- 
parison might be drawn to a case involving a drug preparation, 
where the efficiency of the drug depends largely upon the capacity 
of the maker. In such a case, as distinguished from the instant case, 
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the purchaser would care more about the personality behind the 
drug than the drug itself. 

Stated in a summary way, Sinko created a desire on the part of 
the public for one of two things, either for knobs made by Sinko, 
above all other knob makers, or for knobs made in a particular 
manner regardless of who made them. If it is the first situation, 
the law of unfair competition gives Sinko the right to monopolize or 
to exclude other makers from copying the product. If it is the latter 
situation, Sinko receives no such right to monopolize, even though 
he might have been the first one to make the article in the par- 
ticularly desirable manner. It is unnecessary to repeat that the 
evidence in the instant case shows that the public demand is for the 
article, not for the personality. 

As stated in Upjohn Co. v. William S. Merrell Chemical Co., 
6 Cir., 269 Fed. 209, 212, certiorari denied 257 U.S. 688, 42 S. Ct. 
50, 66 L. Ed. 410 [11 T.-M. Rep. 87]: 

.... certain it is that there is no recognized basis of any right to exclude 
others, save that extent and kind of public sanction which has induced a 
common identification of maker by product, and that only in this way can 
a plaintiff claim to have any property rights to be protected. 

Or, as was stated by Mr. Justice Holmes, then Chief Justice of 
the Supreme Judicial Court of Massachusetts, in Flagg Mfg. Co. v. 
Holway, 178 Mass. 83, 59 N. E. 667, at page 667: 


The defendant has the right to get the benefit of that [public] desire, 
even if created by the plaintiff. The only thing it has not the right to steal 
is the good-will attaching to the plaintiff's personality, the benefit of the 
public’s desire to have goods made by the plaintiff. 

Counsel for plaintiff bases his argument on four cases, namely, 
Enterprise Mfg. Co. v. Landers, 2 Cir., 181 Fed. 240; Yale and 
Towne Mfg. Co. v. Alder, 2 Cir., 154 Fed. 37; Grier Bros. v. Bald- 
win, 3 Cir., 219 Fed. 735; and Bayley § Sons v. Braunstein, D. C., 
246 Fed. 314. We have considered these cases and we find that the 
law stated therein is not applicable to the instant case. We find that 
these four cases presuppose that the appearance of the article had a 
secondary meaning, and had been associated in the public mind with 
the first comer as a manufacturer or source of supply. This vital 
element, as we have already explained is absent in our case. 
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We realize that requiring a secondary meaning as a condition 
precedent to relief in these cases often makes the “diligent thief 
immune, while the one who might hesitate and delay must give up 
his plunder.’” We need only refer to Upjohn Co. v. Merrell Chem- 
ical Co., supra, for a complete answer to this. 

Accordingly, the decree of the District Court is reversed. 


NATIONAL Pus. Co. v. Joun A. Herre. Co. 
(105 F. R. 2d 222 


United States Circuit Court of Appeals, Seventh Circuit 
June 8, 1939 


Trape-MArKs AND ‘TrApE-Names—Unratir Competirion—“‘KinG JAMES 
Bovunrceois Type Teacuer’s Brste” anp “Sranparp REFERENCE 
Invex Brere”—Use or Prarntirr’s Prates ro Make Dur icares. 

Plaintiff sold a Bible known as “King James Bourgeois Type Teach- 
er’s Bible” and used its own electrotype plates in printing for defendant 
a Bible sold as the “Standard Reference Index Bible,” containing cer- 
tain copyrighted matter belonging to defendant. Defendant’s sub- 
sequent use, instead of plaintiff's plates, of a photo-lithographic process 
in making duplicates of the “Standard Reference Index Bible” held not 
to constitute a misappropriation of plaintiff's property rights or un- 
fair competition, notwithstanding that the said Bible was sold in com- 
petition with plaintiff's Bible. 

Trape-Marks anp Unrarr Competirion—SALe or FacsiMILes OF PLAINTIFF'S 
BIBLE. 

The use by defendant, after it had sold Bibles printed for it by 
plaintiff, of facsimile duplicates of said Bibles, the plates for which were 
owned by plaintiff, held not to establish any injury to plaintiff calling 
for injunctive relief, notwithstanding that defendant’s reproductions 
were of inferior quality and contained on the presentation page a state- 
ment indicating that they had been awarded a blue ribbon at an exposi- 
tion, although said blue ribbon had been awarded for a Bible printed 
by plaintiff for defendant. 


In equity. Appeal from the United States District Court for 
the Northern District of Illinois, Eastern Division. Suit to restrain 


the defendant upon the theory that it was misappropriating plain- 
tiff’s property rights and engaging in unfair competition in the sale 
of Bibles. From a judgment of dismissal, the plaintiff appeals. 
Judgment affirmed. 
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Irvin J. Bendiner, of Philadelphia, Pa., and James F. Oates, Jr., 
and Daggett Harvey, both of Chicago, Ill. (Sidley, Me- 
Pherson, Austin & Burgess of Chicago, Ill., of counsel), for 
appellant. 

William W. Seagle, of Indianapolis, Ind., and Delbert A. 
Clithero, Herman A. Fischer, Carlton L. Fischer, and Ray 
mond P. Fischer, all of Chicago, Ill., for appellee. 





Before Sparks, Mayor, and Treanor, Circuit Judges. 


Treanor, C. J.: This is an appeal from a judgment against 
plaintiff entered in a suit brought by plaintiff to restrain the de- 


fendant upon the theory that defendant was misappropriating plain- 


| 
| 


tiff’s property rights and also engaging in unfair competition with 
the plaintiff. The District Court sustained the defendant’s motion 
to dismiss plaintiff's complaint, as amended, and dismissed the suit 
for want of equity. 


The following facts, in addition to others which will appear in 
the course of our discussion, are relied upon by plaintiff. Since 1905 
the plaintiff and its predecessor have been publishing and selling 
throughout the United States a Bible known as “King James Bour- 
geois Type Teacher's Bible’; and the plaintiff has built up a sub- 
stantial good-will and an excellent reputation in the Bible trade, 
The plaintiff owns a set of electro-type plates for use in the printing 
of the Old and New Testaments of King James Bourgeois Type 
Teacher’s Bible, a set of plates for the Concordance, and a set for a 
Dictionary of the Bible, all of which are used in the manufacturing 
of the King James Bourgeois Type Teacher's Bible. From 1927 
through 1935 the plaintiff printed and manufactured certain Bibles 
for the defendant in accordance with the terms of written contracts 
which were entered into from time to time. The contracts uniformly 
provided that plaintiff was to manufacture a special edition of 
“Standard Reference Indexed Bible” for the defendant. This 
Bible was sold in the trade by the defendant as a Bible of its own 
publication and without any notice to the trade that the plaintiff had 
any interest therein as a producer or publisher. The title “Standard 








- we 


— 
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Reference Indexed Bible” was the exclusive title of the defendant. 
In the manufacture of Bibles for the defendant the plaintiff used its 
own electro-type plates for the printed matter consisting of the Old 
and New Testaments, the Concordance, and the Dictionary of the 
Bible; but in addition to the foregoing plaintiff also used plates of 
the defendant for the printing of approximately 350 pages of copy- 
righted matter belonging exclusively to the defendant. The last 
contract for the manufacture of an edition of the Standard Refer- 
ence Indexed Bible for the defendant was entered into March 29, 
1935. Subsequently, the defendant, by means of a photo-litho- 
graphic or plano-graphie process,’ began to make facsimile dupli- 
cates of the “Standard Reference Indexed Bible’ and has sold 
and is continuing to sell such reproductions in competition with the 
plaintiff's “King James Bourgeois Type Teacher’s Bible.” The 
Bibles so produced by the defendant are, as to the Old Testament, 
New Testament, Dictionary and Concordance, facsimiles of those 
printed by the plaintiff from its electro-type plates “‘in particular as 
to form and typography.” ‘The reproductions, however, are inferior 
in quality of printing and readability to those printed by the plaintiff 
and to those formerly manufactured by the plaintiff for the de- 
fendant to be sold under the exclusive title “Standard Reference In- 
dexed Bible.” Plaintiff alleges that the production and sale of such 
reproductions by the defendant has caused, and if not restrained will 
continue to cause, confusion in the Bible trade, and has resulted, and 
if not restrained will continue to result, in the erroneous belief that 

1The plaintiff summarizes the process as follows: “The copy, such as a 
page from the Bible, is photographed, a positive image of the photograph 
being printed on a zinc plate. The zine plate is treated in such a way that 
when a greasy or gelatinous substance is applied to the plate it adheres to 
the plate in the pattern of the letters of the image but does not adhere to 
the rest of the plate, consisting of the space between the letters. The zinc 
plate is then bent around a cylinder and ink is applied to it. The ink 
remains only on the portion of the plate covered with the gelatin or greasy 
substance in the pattern of the letters. The cylinder then revolves against 
a rubber roller, transferring the ink from the letters on the plate to the 
rubber roller. The rubber roller revolves against the paper to be printed 
and leaves on it a reproduction in ink of the page forming the image of the 
zinc plate. The letters are not impressed into the paper as in ordinary let- 
terpress printing, nor do they stand out as in engraving.” 
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the said inferior reproductions are Bibles printed by the plaintiff, 
thereby seriously injuring the good-will and excellent reputation of 
the plaintiff among the Bible trade and with the public generally. 
The plaintiff further avers that the Bible now being offered by 
the defendant in the trade “known as the ‘Blue Ribbon Bible,’ con- 
tains a presentation page upon which is printed a facsimile seal and 
blue ribbon with a marking within said facsimile seal ‘Awarded the 
Blue Ribbon at the Texas Centennial Celebration, Dallas, Texas, 
1936’ and (that) upon the copyright page of said Bible is a notation 
that the copyrightable portion of said text was copyrighted in 1926, 
1928, 1930, 1937, by John A. Hertel Company.” The plaintiff 
further avers that the Bible “known” by the defendants as the Blue 
Ribbon Bible is a facsimile reproduction of the electrotype plate 
owned by the plaintiff, and that the Bible which received the Blue 
Ribbon Award in 1936 was the Bible manufactured by the plaintiff 


for the defendant from the original electro-type plates “as to the 
New Testament, the Old Testament, the Dictionary and the Con- 
cordance, and not the facsimile reproduction thereof as represented 
by the defendant.” 

The plaintiff was permitted to add the following amendment to 
its bill of complaint: 

The defendant, by means of such reproduction, is enabled to manufac- 
ture bibles which are facsimile duplicates, as aforesaid, at a lower cost to 
the defendant than the price which defendant would be required to pay 


for the manufacture of such bibles by plaintiff by the use of plaintiff's 
valuable electrotype plates. 


Plaintiff’s general proposition is stated thus: “The plaintiff has 
a property right which is entitled to protection against the de- 
fendant’s actions in reproducing identically the pages in plaintiff's 
Bible by a photographic process and then selling the Bibles so 
reproduced by it in competition with the plaintiff.” But in de- 
termining whether plaintiff has a property right which is entitled to 
protection against the defendant’s conduct it is necessary to con- 
sider the relationship of plaintiff and defendant under the contracts 
which are set out and made a part of the complaint. Plaintiff does 
not claim the protection of a copyright of its Bible, the King James 





NATIONAL PUB. CO. V. JOHN A. HERTEL CO, 535 


Bourgeois Type Teacher's Bible, the printed matter of which in- 
cludes only the Old and New Testaments, the Dictionary, and Con- 
cordance. It is admitted that no such copyright exists. The gist of 
the wrong complained of is that the defendant, in effect, is using 
plaintiff's plates without compensation as a means of producing 
inferior facsimiles, or imitations, of plaintiff's Bible for the purpose 
of selling such imitations in competition with the plaintiff's Bible. 
If it were not for the prior transactions between plaintiff and 
defendant we would have a case at least analogous to the case of 
Dutton & Co. v. Cupples, 17 App. Div. 172, 102 N. Y. S. 809, 312, 
and Fonotipia, Ltd. v. Bradley C. C., 171 Fed. 951, both of which 
are relied upon by the plaintiff. In the Cupples case the plaintiff 
had published a set of books which contained well known poems and 
hymns, especially adapted for sale during the Christmas season. 
The books were illustrated with illuminated capitals and types 
adapted from those used in ancient writings, and contained pictures 
in colors, some of which were the product of the plaintiff’s artists. 
After these books attained a general success, the defendants pub- 
lished and placed on the market a similar series of books which had 
been produced by photographic process from the plaintiff's books. 
The New York court granted injunctive relief. The court was of 
the opinion that it was violative of the rule of fair trade and fair 
competition, as established and enforced, to produce and offer. for 
sale “such identical copies (save in artistic merit and workman- 
ship) of the books which plaintiff had published and for which it 
had created a profitable demand.” The court pointed out that the 
“purpose of publishing such copies was to trade upon the favorable 
reputation which plaintiff had established for its books, to deceive 


many purchasers into the belief that they were purchasing plaintiff's 


books, and to damage plaintiff by the unfair use of its ingenuity in 
devising the general makeup of its books, and of its success in plac- 
ing the books upon the market.” 


In the Bradley case, supra, the plaintiffs were producers of 
talking machine records and the defendant was in the business of 
selling such records. The testimony established that the defendant 


made its records merely by reproducing the plaintiff's records and 
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then selling these reproduced records at about half the price of the 
plaintiff's. Injunctive relief was granted, apparently on the theory 
that the conduct of the defendant constituted an unfair taking of 
the plaintiff’s property. In neither of the foregoing cases was there 
any question of protecting copyrighted material of the plaintiff. On 
the other hand there had been no prior commercial dealings between 
plaintiff and defendant. 

In the instant case we are presented with the question of whether 
there was any appropriation of the property, or work, of the plain- 
tiff to be used in competition with plaintiff. It appears from the 
allegations of the complaint and the terms of the various contracts 
that the copies of the Bible which are being sold by the defendant 
are in fact reproductions of the Standard Reference Indexed Bible, 
all the copies of which belonged to the defendant and which were 
printed by plaintiff for the defendant to be sold in trade as goods 
of the defendant. They were never known to the trade or to the 
public generally as goods of the plaintiff. Approximately 350 pages 
of the material were printed from plates belonging to the defendant 
and this material was copyrighted by the defendant. There are no 
facts alleged which show any distinctive or original ideas as to form 
and arrangement of that part of the Standard Reference Indexed 
Bible which is printed from the plates belonging to the plaintiff. 
The term “Bourgeois Type” designates a standard printers type 
and the use of such type does not impart a distinguishing or unique 
feature to plaintiff’s Bibles. The facts disclose neither originality 
nor uniqueness of arrangement of the text of the Old and New 


Testament or of the Dictionary and Concordance, as found in plain- 


tiff’s Bourgeois Type Teacher’s Bible. It is perfectly clear from the 
facts alleged that the defendant, without violating any legally pro- 
tected interest of the plaintiff, could have produced and sold perfect 
copies of the “Standard Reference Indexed Bible” by causing elec- 
tro-type plates to be made for the printing of all of the material 
contained in the Standard Bible. In such a case it could not be said 
that the defendant would be making reproductions or facsimiles of 
plaintiff's Bible. The defendant in fact would be making reproduc- 
tions of its own Bible, although the similarity as respects artistic 
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merit and workmanship would more nearly approximate that of the 
plaintiff's Bible than is true of the Bibles which defendant is produc- 
ing by the photo-lithographic or plano-graphic process. 

In the Cupples case, supra, the defendant produced imitations of 
plaintiff's books from copies which defendant had purchased osten- 
sibly for noncommercial purposes. In the instant case the de- 
fendant became the owner of copies of the Standard Reference In- 
dexed Bible for commercial purposes with knowledge by the plain- 
tiff that such copies would be sold in competition with all other 
editions of the Bible, including plaintiff's King James Bourgeois 
Type Teacher's Bible, the plaintiff also having knowledge that de 
fendant’s Reference Indexed Bible would be identified exclusively 
as a publication of defendant company and would be known in the 
trade as a publication of the defendant. It cannot be inferred from 
the facts, as was concluded by plaintiff, that the production and sale 
of defendant's reproductions of its own Bible will cause confusion 
in the bible trade as respects plaintiff's Bible, or will result in the 
erroneous belief “‘that the said inferior reproductions are Bibles 
printed by the plaintiff, thereby seriously injuring the good-will and 
excellent reputation of the plaintiff among the bible trade and with 
the public generally.’’ In the Cupples case, supra, the court stated 
that the “obvious purpose of publishing such copies was to trade 
upon the favorable reputation which plaintiff had established for its 
books, to deceive many purchasers into the belief that they were 
purchasing plaintiff's books. . . .”’ But in the instant case we must 
infer from the allegations, including the terms of the various con 
tracts, that the use of the reproductions by the defendant cannot 
enable the defendant to trade upon the favorable reputation of the 
plaintiff's publications or to deceive purchasers into the belief that 
they are purchasing plaintiff's Bible. ‘The most that can be inferred 
is that in the Bible trade the inferior reproductions will be confused 


with the earlier editions of defendant’s Standard Reference Indexed 


Bible, and that the defendant will gain some financial advantage by 
reason of the fact that it can “manufacture Bibles which are fac- 
simile duplicates 


price which defendant would be required to pay for the manufacture 
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of such Bibles by plaintiff by the use of plaintiff’s valuable electro- 
type plates.” 

The course of dealing between the plaintifi and the defendant 
gives to this case a striking similarity to Favorite Mfg. Co. v. Port- 
land Mfg. Co., 6 Cir., 208 Fed. 542, 543. In that case the plaintiff 
had manufactured motors for the defendant which the defendant 
had sold under its own trade-name “Portland.” After the termina- 
tion of the manufacturing contract, the defendant obtained motors 
manufactured elsewhere which motors were similar to the motors 
formerly manufactured by the plaintiff. The plaintiff contended 
that by the use of the trade-name “Portland,” which had been 
applied formerly to motors manufactured by the plaintiff, the public 
was deceived as to the origin of the motors. A demurrer to the 
bill of complaint was sustained and the judgment of the trial court 
was affirmed by the Court of Appeals, which summed up its reasons 
for affirming as follows: “In any event, it appears that for more than 
one and perhaps for two years the Favorite Company had joined in 
putting out these goods as the goods of the Portland Company... . 
So far as the bill indicates, all the existing trade and customers for 
this article were justified in supposing that it was the product of the 
Portland Company, and this belief had been created by not only the 
acquiescence but the act of the Favorite Company. Under such 
circumstances, it is not apparent how there could be any public 
deception of which the Favorite Company could complain. For this 
reason, if for no other, the bill fails to state a good case.”’ 

A similar question was involved in the case of Sears, Roebuck & 
Co. v. Elliott Varnish Company, 7 Cir., 232 Fed. 588. The Elliott 
Varnish Company for some years made roof paint for Sears, Roe- 
buck & Co., which paint was sold by the latter under its special 
brand name “Never Leak.” Later Sears, Roebuck & Co. began to 
purchase its roof paint from another manufacturer and to sell this 
paint under the trade-name “Never Leak.” This court held that no 
cause of action was disclosed by the bill of complaint since it had not 
disclosed that the public knew that the Elliott Varnish Co. was the 
actual manufacturer of the original “Never Leak” paint. And in 
the case of Darwin & Milner, Inc. v. Kinite Corp., 7 Cir., 72 F. (2d) 
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137, 439, the plaintiff sought to restrain the defendant from con- 
tinuing to use “Kinite’”’ as a trade-mark. The allegations disclosed 
that the defendant had sold under the name “Kinite” certain cast- 
ings made from a steel alloy manufactured by the plaintiff and that 
the defendant later adopted a new formula of the alloy and pur- 
chased steel elsewhere, continuing to sell the castings made from 
the different alloy under the name “‘Kinite.””’ The District Court 
granted an injunction and this court reversed the decree with the 
following statement: 


In regard to the allegation of unfair competition, the record shows that 
appellant and appellee each sold its respective products under its own in- 
dividual trade-marks, and we are at a loss to understand how the act of 
appellee in changing the formula of the product which it is selling under 
its own trade-mark can amount to unfair competition. 

Plaintiff's allegations in respect to defendant’s use of a presen- 
tation page upon which “‘is printed a facsimile seal and blue ribbon” 
do not disclose any cause of injury therefrom. Apparently, the 
“Blue Ribbon Award” was made to the defendant for one of its 


“Standard Reference Indexed Bibles.’ The basis of the award is 


not disclosed. It does not appear that plaintiff's Bourgeois Type 
Teacher’s Bible has been known to the trade as a “Blue Ribbon 
Bible,” or that plaintiff ever represented to any one that any type 
of Bible published by it had been known as a “Blue Ribbon Bible.” 


Assuming that defendant’s use of the presentation page with the 


facsimile seal and blue ribbon amounts to misrepresentation, the 
allegations fail to show any injury to plaintiff. 

We conclude that the District Court did not err in sustaining 
defendant’s motion to dismiss plaintiff's complaint and in dismissing 
plaintiff's suit. 


Judgment of the District Court is affirmed. 





TWENTY-NINTH TRADE-MARK REPORTER 


GoLpEN West Brewine Co. v. Mitronas & Sons, Inc. 
(104 F. R. 2d 880) 


United States Circuit Court of Appeals, Ninth Circuit 
June 28, 1939 


TrapE-Mark INFRINGEMENT—-“ALPEN GLtow” Aanpd “GotpeN GLow” AND 
“Gitow”’—ConrrictiInc Marks. 

The words “Alpen Glow,” used on beer, held deceptiveiy similar to 
the words “Golden Glow” and “Glow,” used on malted beverages, ex- 
tracts and liquors. 

‘TrapEe-Mark INFRINGEMENT—SvuIts—INJUNCTION—APPEAL. 

Appellee, by accepting that portion of the decree for injunction and 
costs, held not to have forfeited its right of appeal from the denial of 
the accounting. 

‘TRADE-MarkK INFRINGEMENT—SvuItrs—LAacuHeEs. 

A delay of nearly three years in bringing suit, without proper ex- 
planation, held to constitute laches warranting the denial of an ac 
counting. 

‘TrapE-Mark INrrinGEMENT—Svits—Score or INJuNcTION. 

In the case at issue where the registration of appellant’s trade-mark 
confined its use to malt beverages, extracts and liquors and the injunc- 
tion restrained appellee’s use of its trade-mark for malted beverages, 
since there was no evidence that appellee had used its mark in the sale 
of other than malted beverages or that it intended to do so, held that 
court should not consider the question of applicability of the trade-mark 
to non-malted beverages. 

Trape-Mark INFRINGEMENT AND Unrair Competirion——-Surrs-—Faitvre ‘ro 
Fino Unrar Competition. 

Where the lower court failed to find unfair competition, but found 
infringement, and enjoined use of appellee’s mark, while denying an 
accounting, said failure held not error, as unfair competition would no 
more entitle appellant to an accounting than the infringement. 


In equity. From a decision of the United States District Court, 
Northern District of California, in an action for trade-mark in- 


fringement, plaintiff appeals. Affirmed. 


Charles E. Townsend and Roy C. Hackley, Jr., both of San 
Francisco, Calif., for appellant. 


William S. Graham, of San Francisco, Calif., for appellee. 
Before Denman, Martuews, and Hearty, Circuit Judges. 


Denman, C. J.: The decree of the District Court found appel- 
lant owned two registered trade-marks, “Golden Glow” and “Glow,” 


to designate its malt beverages, extracts and liquors; that appellee 
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had infringed them for nearly three years before this suit was 
brought, by the use of a label “Alpen Glow” on the beer it sold. 
The court ordered an injunction, but denied an accounting. Ap- 
pellant procured its writ of injunction, recovered its costs, and 
appeals from that portion of the decree which denied the accounting, 
and its failure to enjoin the use of defendant's label on beverages 
other than malt. 

Appellee claims that, by acceptance of that portion of the decree 
for the injunction and costs, appellant has forfeited its right of 
appeal from the denial of the accounting. There is no inconsistency 
in appellant’s action. The acceptance of the benefit of the decreed 
relief in no way deprives the appellant from appealing from the 
denial of the separate and additional relief of an accounting. There 
is no merit in this contention. Electrical Fittings Corp. v. Thomas 
& Betts Co., ct al., 8304 U.S. , 59 S. Ct. 860, 88 L. Ed. - 
May 22, 1939. 

Appellee has not appealed, hence the law of the case is that the 
trade-marks are valid and have been infringed. All the testimony 
was viva voce and the usual presumptions exist concerning the sup- 
port of the findings by the evidence. 

The appellee’s answer pleaded laches and, in substance, acquies- 
cence by appellant in appellee’s use of the infringing label. ‘The 
court decided “that it would be inequitable” to order the accounting. 


The delay of nearly three years in bringing the suit has no explana- 


tion in evidence and we find and hold it to constitute laches warrant- 
ing the denial of the accounting. McLean v. Fleming, 96 U. S. 245, 
256-258, 24 L. Ed. 828; Cf. Middleby-Marshall Oven Co. v. Wil- 
liams Oven Co., 2 Cir., 12 F. (2d) 919, 921 [16 T.-M. Rep. +419}. 

As to acquiescence, it appears, and the court found, that the ap- 
pellee submitted its “Alpen Glow” label to appellant’s general 
manager before using it on the beer sold by appellee, and that the 
general manager made no objection to its use. Appellee applied in 
the Patent Office for registration of its “Alpen Glow” as a trade- 
mark, where appellant first filed an opposition which it later with- 
drew without prejudice. No other protest by the appellant’s man- 


agement to that of appellee is shown during the nearly three years’ 
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use of the infringing label. From these facts the District Court 
could have inferred acquiescence. We agree with the District 
Court’s holding that it would be inequitable to decree the accounting. 
Cf. Russell v. Farley, 105 U. S. 438, 487, 488, 26 L. Ed. 1060; 
Inland Steel Co. v. United States, 305 U. S. ——, 59 S. Ct. 415, 
417, 88 L. Ed. —. 

Nor do we construe the provision of the statute, Trade-Mark 
Act February 20, 1905, § 19 (15 U.S. C. A. § 99), “and upon a 
decree being rendered in any such case for wrongful use of a trade- 
mark the complainant shall be entitled to recover” damages for the 
infringement as requiring an accounting and recovery of damages 
where, as here, there were laches, acquiescence and the absence of 
wrongful intent. 

The registration of appellant’s trade-marks confines their use 
to malt beverages, extracts and liquors and the injunction restrained 
appellee’s use-of the trade-mark “Alpen Glow” for malted bever- 
ages. Appellant complains that the injunction did not apply to 
beverages other than malted. Since there is no evidence that appel- 
lee had used its trade-mark in the sale of such other beverages or 
that it intended so to do, there is no reason why we should consider 
the question of the applicability of the trade-mark to non-malt 
beverages, even though they be sold competitively with appellant’s 
malted beverages. There is no error in the extent of the injunction. 

Appellant assigns as error the failure of the District Court to 
find unfair competition as well as infringement of the trade-marks. 
Since the injunction prohibits the use of appellee’s trade-marks, and 
since unfair competition would no more entitle appellant to the ac- 
counting relief than the infringement, the failure to make the finding 
of which the absence is challenged as error, is immaterial and war- 


rants no consideration here. 


Decree affirmed. 
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S. C. Jounson & Son, Inc. v. Jounson doing business as Jounson 
Propucts CoMPANy 


United States District Court, Western District of New York 
August 1, 1939 


Trape-Marks ANb ‘'TrApE-NAMEsS—CLEANER FOR Ruos, Upnotstrery, En- 
AMELED WoopworkK, AND FLoor CLEANERS, ENAMELS AND LACQUERS 
—Goops or Same Descriptive Properties. 

A cleaner for rugs, upholstery, woolens, enamelled woodwork and 
tiles held to have substantially the same descriptive properties as a 
floor cleaner, upholstery cleaner, appliers and dusters, enamels, lacquers, 
etc. 

TrRApDE-NAMES AND Unratir Competirion—“JouNson's” oN HovuseHoip Prop- 
ucts—INJUNCTION. 

Where, after plaintiff had since the year 1888 manufactured and 

; sold throughout the world under the name “Johnson’s” its polishes, 
finishes and cleaners for floors, the adoption in 1932 and use by de- 
fendant of the word “Johnson’s” on cleaners for rugs, upholstery, 
woolens, woodwork, shades, hats and shoes held unfair competition, par- 
ticularly as the word “Johnson’s” was shown conspicuously on de- 

fendant’s labels and there was evidence of confusion among customers. 
Unrair Competirion—Use or Surnames—Svuits—Insunction—Form oF 
NOorice. 

In the case at issue, defendant was restrained from using the sole 
surname “Johnson’s” on his labels, but required to show thereon instead 
the words “Household Cleaner made by Johnson's Products Co.” in 
any size type. 

Unrair Competirion—Use or SurNAME—REsTRICTIONS. 

As a general rule, a surname cannot be appropriated for exclusive 
use as a trade-name, but its use by newcomer to a field of trade may be 
restrained where it is calculated to deceive or where natural tendency 
will be to mislead the public or where way is opened for dealers to 
create confusion in mind of public. 





In equity. Action for trade-mark infringement and unfair com- 


petition. Injunction granted. 


Waugh §& McClennan, of Chicago, Ill., and Harold I. Popp, of 
Buffalo, N. Y. (William F. Waugh and Vernon B. Bates, 
both of Chicago, IIll., of counsel), for plaintiff. 

Babcock, Sullivan & Weaver (John R. Weaver, of counsel), all 
of Buffalo, N. Y., for defendants. 


Knicut, D. J.: This is a suit for trade-mark infringement and 
unfair competition. Plaintiff is a corporation manufacturing 
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finishes, polishes and cleaners for floors. It and its predecessors in 
interest have engaged in this business since 1888. Its principal 
place of business is at Racine, Wis., but it has branches in numerous 
states and some five different countries. Its employees number many 
hundreds. Its products are sold throughout the world. Its gross 
sales since 1902 have been upwards of $84,000,000. Total pay 
ments for advertising alone have been about $16,000,000. From 
1931 through July, 1988, its gross sales were over $35,000,000, and 
from 1936 to the same date its total payments for advertising were 
$2,500,000. 

Defendant is the sole owner of Johnson Products Company, un- 
der which name he does business. He started in this business in 
1932 as a manufacturer of what is called “Johnson's Cleaner.” De 
fendant’s product is sold principally through demonstrators in 
stores. Its total output to date has been 368,504 bottles from which 
he received $224,178.06. He has expended for advertising $8,703.- 
45. The place of manufacture is at Buffalo, N. Y., and he employs 
about twenty people. Concededly, the plaintiff uses his own name. 
His product is a water-colored liquid and is put up in bottles. 

The label first used by the defendant on his product bore across 
its face the word “Johnson’s” in large red letters with the word 
“Cleaner” thereunder in red letters half the size of the word 
“Johnson’s.” The label itself was of a yellow color. It had a band 
or strip of black on either edge. Above the words “Johnson's 
Cleaner” appeared the words “rugs (oriental, domestic), upholstery, 
mohair, velour and tapestry” and underneath the words “Johnson's 
Cleaner,” auto upholstery, draperies, woolens, woodwork (painted 
and enameled), sanitas walls, shades, spats, awnings, felt hats, white 
shoes. At the bottom of the label (in small letters) appeared these 
words: “Copyright 1933 by Johnson Products Co., Buffalo, N. Y.” 
The label now used by the defendant bears the word “Johnson’s’’ 
printed in large red letters edged with black on a background which 
is predominately yellow, a large disc of dark blue beneath the word 
“Johnson’s” in which appears the word “Cleaner.” Underneath 
this are these words: “‘for general house-cleaning,” and in smaller 


letters: ‘oriental and domestic rugs, mohair and velour upholstery, 
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auto upholstery, woolens, painted and enameled woodwork, sanitas, 
venetian blinds, refrigerators, tile.” Thereunder are the words: 
“Copyright 1938 by Johnson Products Co., Buffalo, N. Y.” 
Plaintiff has registered the trade-mark “Johnson’s’’ as follows: 
Oct. 12, 1915, No. 106,108, for powdered wax, prepared wax, wood dye, 
paste wood filler, varnish remover and floor cleaner. 
Nov. 27, 1923, No. 176,405, for prepared wax in paste, powdered and 
liquid forms and for paint and varnish remover. 
Feb. 22, 1927, No. 224,358, for varnish. 


May 8, 1928, No. 241,695, for prepared wax in paste, powdered and 
liquid form. 


It also uses the name “Johnson’s’’ on these other products: “‘ap- 
pliers and dusters, enamels, lacquers, auto cleaner and polish, shi- 
nup and furniture polish.” Plaintiff uses its trade-mark ‘‘John- 
son’s”’ in large, conspicuous print on its various products. Plaintiff 
does not make a cleaner suitable for use on fabrics and upholstery. 
Defendant claims his product is “essentially” a fabric cleaner, but 
the label points out several other uses. It describes it as a cleaner 
for “painted and enameled woodwork, sanitas, venetian blinds, 
refrigerators, tile.” 

The grounds for plaintiff's allegations of confusion and infringe- 
ment lie in the use of the name “Johnson’s,’ which is made a 
prominent part of the labels used by both parties, and the fact that 
the products of plaintiff and defendant are displayed and advertised 
together. While there is similarity of color between plaintiff's and 
defendant’s labels, that question is not in direct issue. 

Two questions are presented in this case: (1) Whether the 
product of the defendant is so related to those of the plaintiff as to 
constitute “merchandise of substantially the same descriptive prop- 
erties” (Title 15 U. S. C. A. Section 96); (2) Whether defendant's 
use of the word “Johnson’s” is in a manner tending to mislead the 
public into believing that his goods are those of plaintiff. 

It is thought that, upon reason and in harmony with many deci- 
sions of the court in recent years, the products of the parties are of 
‘substantially the same descriptive qualities.” It is true that plain- 
tiff’s trade-marks do not specifically cover a “fabric cleaner’ or a 


‘general household cleaner,” but registered trade-mark No. 106,108 
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does cover floor cleaner. Other products of the plaintiff, not under 
registered trade-mark, but a natural outgrowth from trade-marked 
products, include Liquid Wax for floors, Furniture Polish and Shi- 
nup for silver and general household use. All of the plaintiff's 
products, save the auto cleaner and polish, come within the general 
description of materials for household use. Plaintiff's Shi-nup was 
first advertised as a “silver polish,” but later as a “household 
cleaner,” although no change was made in the product itself. _Plain- 
tiff had the right to extend its trade-mark to related products. 

Cases almost without number have considered the classification 
of goods under the language of the statute. We do not expect to 
find an exact counterpart in any of these, but the instant case seems 
fairly comparable with many. Among such are: Aunt Jemima Mills 
Co. v. Rigney & Co., 247 Fed. 407 [8 T.-M. Rep. 163]; Akron- 
Overland Tire Co. v. Willys-Overland Co., 273 Fed. 674 [11 T.-M. 
Rep. 281]; Vogue Co. v. Thompson-Hudson Co., 300 Fed. 509 [ 13 
T.-M. Rep. 349]; Wall v. Rolls-Royce, 4 F. (2d) 333 [15 T.-M. 
Rep. 239]; Yale Electric Corp. v. Robertson, Com’r of Patents, 26 
F. (2d) 972 [18 T.-M. Rep. 321]; Duro Co. v. Duro Co., 27 F. (2d) 
339 [18 T.-M. Rep. 430]; L. E. Waterman Co. v. Gordon, 72 
(2d) 272 [24 T.-M. Rep. 343]; Landers, Frary and Clark v. Uni- 
versal Cooler Corp., 85 F. (2d) 46 [26 T.-M. Rep. 591]; Time, Inc. 
v. Ultem Publications, Inc., 96 F. (2d) 164 [28 T.-M. Rep. 421]. 

This language in Aunt Jemima Mills Co. v. Rigney §& Co., supra, 
is specially pertinent: 

It is said that even a technical trade-mark may be appropriated by 
anyone in the market for goods not in competition with those of the prior 


user... . But we think that goods, though different, may be so related as 
to fall within the mischief which equity should prevent. . . . 


Again as was stated in L. E. Waterman Co. v. Gordon, supra: 


It is now well settled in this country that a trade-mark protects the 
owner against not only its use to the articles to which he has applied it but 
upon such other goods which might naturally be supposed to come from him. 


The present rule of determination is well stated in Rosenberg 
Bros. & Co. v. Elliott, 7 F. (2d) 962 [15 T.-M. Rep. 479], in which 
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case hats and caps were held to come within the descriptive proper- 
ties of the men’s clothing. There the court said, in part: 

Specifically, there is a difference between coats, vests, pants, overcoats 
and hats and caps. ... But on a charge of infringement courts, advancing 
a step from the old law, are today less concerned with the species than with 
the class of goods on which a trade-mark has been used... . Thus the mark 
is the owner’s “symbol of his good-will,’ a trade asset of very real value; 
it is his “commercial signature”; “sells his goods. . . .” Where the goods of 
a trader have become popular not only because of their intrinsic worth, but 
also by reason of the ingenious and persistent manner in which they have 
been advertised, the good-will acquired in this way takes on still another 
aspect and is entitled to protection. 

Defendant asserts the right to use his own name in doing busi- 
ness. While it is generally true that a surname cannot be appro- 
priated for exclusive use as a trade-name, Borden Ice Cream Co. v. 
Borden’s Condensed Milk Co., 201 Fed. 510 [3 T.-M. Rep. 80]; 
Brown Chemical Co. v. Meyer, 189 U. S. 540; Emerson Electric 
Mfg. Co. v. Emerson Radio, etc., 24 F. Supp. 481, aff’d C. C. A. 2 
July, 1939 (See p. 514 ante); Stix, Baer & Fuller Dry Goods Co. v. 
American Piano Co., 211 Fed. 271 [4 T.-M. Rep. 246], yet, its use 
by a newcomer to a field of trade may be restrained where it is cal- 
culated to deceive, Champion Spark Plug Co. v. Champion, 23 F. 
Supp. 638 [28 T.-M. Rep. 398]; L. E. Waterman Co. v. Modern 
Pen Co., 235 U.S. 88 [5 T.-M. Rep. 1]; Rochester Savings Bank v. 
Rochester Savings and Loan Ass’n, 170 Misc. 983, or where its 
natural tendency will be to mislead the public, Rosenberg Bros. & 
Co. v. Ellicott, supra; Herring-Hall-Marvin Safe Co. v. Hall’s Safe 
Co., 208 U. S. 554 [4 T.-M. Rep. 175]; Thaddeus Davids Co. v. 
Davids Mfg. Co., supra, or where the way is opened for dealers to 
create confusion in the mind of the public. John H. Woodbury, Inc. 
v. William A. Woodbury Corp., 28 F. Supp. 162 [28 T.-M. Rep. 
484]; John B. Stetson Co. v. Stephen L. Stetson Co. Ltd., et al., 25 
F, (2d) 586; Chesebrough Mfg. Co. v. Old Gold Chemical Co., 70 
F. (2d) 388 [24 T.-M. Rep. 149]. 

Many registrations of the name “Johnson’s” have been intro- 
duced by defendant to show the widespread use of the name on 
products of many descriptions. Even were such others using the 
name on identical products, such fact could not avail the defendant 
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if plaintiff has been wronged by his action. Bond Stores, Inc. v. 
Bond Stores, Inc., 104 F. (2d) 124 (See p. 520 ante); Rochester 
Savings Bank v. Rochester Savings §& Loan Ass’n, supra. 

Defendant places special reliance on the decision of the District 
Court in Emerson Electric Mfg. Co. v. Emerson Radio, etc., supra. 
In the first place, the facts are not comparable even though we as- 
sume that the court held that electric motors do not come within the 
same descriptive properties as radios. The decision of the District 
Court was based on laches. The affirmance in the Circuit Court is 
on the same grounds and supports the rules of law hereinbefore 
stated. 

It is my conclusion that defendant infringes plaintiff's trade- 
mark, 

If there is error in this decision, there is ample evidence to sus- 
tain the charge of unfair competition. It is difficult to dissociate the 
charges of trade-mark infringement and unfair competition. But 
the law is well settled that the court will retain jurisdiction to de 





termine the question of unfair competition where no trade-mark in 
fringement is found. Armstrong Paint & Varnish Works v. Nu 
Enamel Corp., 305 U. S. 315; Hurn v. Oursler, 289 U. S. 2388. 
“The law of trade-marks is but a part of the broader law of unfair 
competition, the general purpose of which is to prevent one person 
from passing off his goods or his business as the goods or business 
of another.” American Foundries v. Robertson, 269 U. S. 880. 
Unfair competition as applied to the instant case means the use 
of the trade-mark name “Johnson’s” by defendant in such a manner 
upon his label as is likely under ordinary and usual circumstances 
to deceive purchasers in the belief that the defendant's product is 
that of the plaintiff. Many witnesses have testified to transactions 
directed to show such deception. On the other hand, many have 
testified to transactions directed to show that purchasers are not 
deceived. Necessarily the court must weigh all this testimony and 
consider it under the tests ordinarily applied to the testimony of 
witnesses. However, decision of the weight of this testimony is 
largely dependent upon the application of the court’s reasoning 


based upon its own examination of the exhibits. In determining this 
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question, decisions of the court are seldom helpful for comparison. 
J. Greenebaum Tanning Co. v. Respro, Inc., 94 F. (2d) 818. It is 
not often that precedents are found. Affiliated Products Co. vy. 
Crazy Water Co., 104 F. (2d) 366. The exhibits are to be consid- 
ered as a whole in connection with the products involved. Young- 
husband v. Kurlash Co., Inc., 94 F. (2d) 230. The test of identity 
is whether an ordinarily prudent purchaser would be liable to pur- 
chase the goods of the defendant believing them to have been made 
by the plaintiff. McDonald v. Morrison Mfq. Co. v. Mueller Mfg. 
Co., 183 Fed. 972; Skram Co. v. Bayer, Inc., 82 F. (2d) 615. “‘It is 
the confusion of origin, not necessarily the confusion of goods, which 
controls.” Vick Chemical Co. v. Vick Medicine Co., 8 F. (2d) 49. 

Among the reasons assigned by me for finding such confusion 
resulting from the use of the word “Johnson’s” on the defendant's 


label and in his advertising, as to unfair competition, are these: The 


products in question are comparable in some of their uses. They are 


ordinarily sold in stores in the same department and are grouped 
in the same advertisements. The surname “Johnson’s” is printed 
conspicuously on the labels of both the plaintiff and the defendant. 
It is outstandingly conspicuous on defendant’s label. Defendant's 
company name is shown in small type. Many of the plaintiff's prod- 
ucts have been sold in large quantities for many years under the 
trade-mark “Johnson’s.” It is obvious that within the scope of the 
plaintiff's products the name has become identified with the plain- 
tiff in the public mind. There is much evidence that there has been 
actual deception. Finally, my own impression from observation of 
the labels is that the use of the word “Johnson’s” in the size and in 
the place employed by defendant on his label would be likely to 
deceive. 

In 1982 defendant was unknown as a manufacturer. The fact 
that he manufactured “Johnson’s Cleaner” then added nothing to 
his success. Considering his total sales, it cannot be said that he 
or the Johnson Products Company is now widely known as the 
maker of this product. It seems to me that little damage can result 


to him from a change in his label now. 
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It is not necessary for the plaintiff to show that there was in- 
tentional deception on the part of the defendant, Notaseme Hosiery 
Co, v. Straus, 201 Fed. 99; Yale § Towne Mfg. Co. v. Worcester 
Mfa. Co., supra, although there is evidence to sustain such showing. 
This might well be found upon the emphasis given in print to the 
word “Johnson’s,”’ coupled with the testimony of witnesses Hoover 
and Lowe as to statements made by the wife of the defendant and 
the defendant himself. 

Defendant should be restrained from using the sole surname 
“Johnson’s” upon his label, and to that extent only should he be 
enjoined. A change in the label to read “Household Cleaner made 
by Johnson Products Co.” in any chosen size of type would seem 
sufficient to avoid the charges herein made. 

Defendant objected to certain proof included in the Depositions 
herein. Action by the court upon these was held pending the final 
submission of the suit. The first relates to the testimony of Lucille 
Hoover aforesaid. This testimony was competent, because it pur- 
ports to be a statement of an agent of the defendant acting within 
her authority. Further objection is now made that the line of in- 
quiry pursued with this witness was not within the notice given of 
the taking of the deposition. This objection was not raised at the 
trial and it is too late to raise it now. However, it is thought the 
objection is immaterial, since the defendant had ample opportunity 
to inquire into the matter of her testimony after it was given and 
before the trial was had. This testimony is cumulative. It is ma- 
terial. However, even though it be disregarded other evidence is 
sufficient to sustain the plaintiff's suit. 

Defendant has objected to testimony in the depositions relating 
to transactions subsequent to the commencement of the action and 
prior to July 1, 1937. A stipulation was entered into between the 
parties which provided that no proof of facts occurring subsequent 
to July 1, 1937, would be offered in evidence. Plaintiff claims that 
this means that facts to that date could be proved. Defendant 


asserts that by the stipulation he waived no right to object on any 
ground. The stipulation seems meaningless unless the plaintiff is 
right. At various times during the taking of depositions the attor- 
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ney for the defendant definitely recognized the right of plaintiff to 
take testimony relating to transactions down to July 1, 19387, and 
did not raise the objection now urged. There is considerable testi- 
mony which has been offered by the plaintiff purporting to show in- 
quiries made by prospective purchasers. It is objected that such 
inquiries are hearsay. Without this type of proof it would be diffi- 
cult to show confusion. It seems to me it is competent as showing 
the state of mind of the prospective purchaser. 

This opinion may be taken as satisfying the requirements of 
Equity Rule 72144. Further Findings of Fact and Conclusions 
Law may be submitted if desired. 


Tue HemMeter Cicar Co. v. Conecress Cigar Company, Inc. 
United States District Court, Eastern District of Michigan 
July 26, 1989 


Trape-Mark INFrRINGeEMENT—“HemM™etER’s CHAMPION” AND “PoRTINA 
Cuamps”—Non-Conrrictinc Marks. 

Plaintiff, manufacturer of usual sized cigars under the trade-mark 
“Hemmeter’s Champion,” held not to be entitled to an injunction 
restraining defendant from putting out a cigar of the cheroot type 
under the trade-mark “Portina Champs”; and the report of the special 
master was confirmed. 


In equity. Plaintiff files exceptions to report of special master 
in an action for alleged trade-mark infringement. Report confirmed. 


Whittemore, Hulbert & Belknap, all of Detroit, Mich., for plain- 
tiff. 

Armstrong, Weadock, Essery § Helm, all of Detroit, Mich., for 
defendant. 


Morinet, D. J.: This matter is before the court on exceptions 
filed by plaintiff to the report of the special master returned herein, 
after full and complete hearings on proofs and briefs furnished by 
such master; such exceptions were fully argued before the court in 
open session, and elaborate briefs have been furnished. The action 
involves the alleged infringement of the trade-mark of the said 
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plaintiff, ““Hemmeter’s Champion” as applied to the usual sized 
cigar, also claims made of confusion to the public and the ultimate 
consumer by the product placed upon the market by the defendant, 
of a small sized unfinished cigar, of the cheroot type placed in pack- 
ages of five, and labeled, “Portina Champs.” The plaintiff seeks 
injunction herein, restraining the defendant from the continuation 
of the so-called label of brand, “Portina Champs.” 

The master filed a voluminous and complete report on such hear- 
ings before him, and findings of fact and conclusions were returned 
by him to this court; the matter was argued at great length by 
counsel for the parties respectively before the court, and the court 
thereafter read carefully all of the briefs furnished by such counsel. 
and investigated the authorities cited both by the master and by the 
said counsel. 

Upon consideration thereof, the court is of the opinion that the 
exceptions to such master’s report are not well taken, and should be 
and are overruled. 

The said special master concluded and found that the said plain- 
tiff was not entitled to the relief sought in the bill of complaint 
herein, and recommended that a decree be entered herein denying 
an accounting for loss of profits, and dismissing the bill of complaint. 

The court is of the opinion that the said special master arrived 
at the correct factual and legal conclusions herein, and that such 
position is amply sustained by the authorities referred to by the 
special master in such report. 

The court, therefore, hereby confirms the findings and conclu- 
sions of the master herein, and adopts such report and such findings 
and conclusions of said special master, as the opinion of this court in 
said cause and the proofs and recommendation of said special mas- 
ter therein. The report of such special master and such findings 
and conclusions are adopted as the findings and conclusions of this 
court herein, as required by the rule, therefore. 

It is hereby ordered that the report of the said special master 
herein be and the same is hereby confirmed, and the exceptions 


thereto filed by said plaintiff herein be overruled, and further, that 
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settlement of a decree may be presented upon notice and at the con- 


venience of the parties and counsel. 


Forp Motor Company v. McFarvanp, doing business as 


McFartanp Morors 
United States District Court, Western District of Washington 
August 11, 1939 


TrapE-Marks AND TrApE-NAmMes—UnNratr Compretirion—‘Forp Service” 
Ricut or Dearer to Use. 

Plaintiff, manufacturer of Ford motor cars held not thereby entitled 
to the exclusive monopoly of the words “Ford Service,’ inasmuch as 
defendant, an authorized dealer in “Ford” cars, has a right to use these 
words to describe its business. 

Unrairn Competition—J URISDICTION— PRACTICE. 

Although claim based on trade-mark infringement should be stated 
separately from unfair competition, failure so to do is not ground for 
dismissal, but should be considered in drafting amended complaint. 

In equity. Action for alleged unfair competition. On de 


fendant’s motion to dismiss. Motion granted. 


Hulbert, Helsell §& Bettens, of Seattle, Wash., for plaintiff. 
Kahin, Carmody, Schramm & Kellogg, all of Seattle, Wash., 
for defendant. 


Yankwicu, D. J.: The motion to dismiss heretofore submitted 
is hereby decided as follows: 

The court is satisfied that the complaint states sufficiently a con 
troversy in the jurisdictional amount between citizens of different 
states. However, the court is of the view that the complaint does 
not state a claim upon which relief can be granted. (Rules of Civil 
Procedure. ) 

A study of the complaint leads to the conclusions that, despite 
the disclaimer at the hearing, it seeks exclusive right to the words 
“Ford Service.” (See Pars. II, IV and Prayer of Complaint.) 
The defendant’s conceded right to use Ford parts gives him the right 


to service Ford automobiles with them, and inform the public that he 


does so. 
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The plaintiff is not selling “service.” 
and parts. 


It is selling automobiles 


Assuming that it is injured when one who is not “an authorized” 
dealer or service man holds himself out as such, either by imitation 
of symbols, by over-emphasis of the Ford name, or other unfair or 
deceptive methods, the complaint does not charge any of these prac- 
tices. Rather, would it prohibit the use of the word “Ford” in any 
combination with others, especially with “service.” 

And, while the complaint alleges the registration of the mark in 
fanciful script, and its infringement, jurisdiction is not alleged 
under trade-mark law, but is grounded on diversity of citizenship. 

Assuming that Exhibit “F” shows infringement of the fanciful 
script, a claim based on it for trade-mark infringement should be 
stated separately from a claim of unfair competition. (Rules of 
Civil Procedure, Rule 10b.) Although failure to state claims 
separately is not made a ground for dismissal, the fact should be 
considered by counsel in drafting an amended complaint. 

The motion to dismiss will be granted with leave of plaintiff to 
amend within twenty days. 


Port Cuester Wine & Liquor Suop, INc., ev av. v. MILLER Bros. 


Fruiterers, Inc. 
(22 N. E. 2d 253) 


New York Court of Appeals 
July 11, 1939 


Unramr Competirion—Srate Far Trape Acts, New York—Svurrs—Panrties. 
Under the statute providing that conscious disregard of the price- 
maintenance provision of a contract by non-signatories is unfair com- 
petition and actionable at the suit of “any person damaged thereby,” 
the section quoted applies to a retailer, who is bound to abide by the 
resale price restrictions of the Fair Trade Agreement. 
Unrarr Competirion—Srate Fam Trave Acts, New York—Svlirs. 
Plaintiff, a liquor retailer of goods sold under a price agreement with 
the distillers, held entitled under the statute (Unconsol. Laws, Sec. 
2201, 2202, New York) to enjoin defendant, although a non-signatory of 
said price-fixing contract, from selling certain brands of liquor covered 
thereby at prices below those fixed by the producers. 











PORT CHESTER W. & L. SHOP V. MILLER BROS, FRUIT. 


In equity. Appeal from the Supreme Court, Appellate Division, 
Second Department, in an action under the New York Fair Trade 
Act. Affirmed. 


Miner W. Tuttle, Walter C. Lundgren and John E. Haigney, all 
of New York City, for appellant. 
Benjamin I. Tunick, of Mt. Vernon, N. Y., for respondents. 


Louauran, J.: This case presents questions as to the construc- 
tion and application of the Fair Trade Act of the State (Laws 1935, 
c. 976, Unconsol. Laws S 2201 et seq.). 

The statute is entitled, “An Act to protect trade-mark owners, 
distributors and the public against injurious and uneconomic prac- 
tices in the distribution of articles of standard quality under a dis- 
tinguished trade-mark, brand, or name.” Section 1 provides in 
part: “No contract relating to the sale or resale of a commodity 
which bears, or the label or content of which bears, the trade-mark, 
brand, or name of the producer or owner of such commodity and 
which is in fair and open competition with commodities of the same 
general class produced by others shall be deemed in violation of any 
law of the State of New York by reason of any of the following 
provisions which may be contained in such contract: (a) That the 
buyer will not resell such commodity except at the price stipulated 
by the vendor. . . .” Section 2 provides in part: “Willfully and 
knowingly advertising, offering for sale or selling any commodity at 
less than the price stipulated in any contract entered into pursuant 
to the provision of Section 1 of this act, whether the person so ad- 
vertising, offering for sale or selling is, or is not a party to such 
contract, is unfair competition and is actionable at the suit of any 
person damaged thereby.” 

Other provisions of the statute which exclude several situations 
from its operation are unrelated to the present case. In Bourjois 
Sales Corp. v. Dorfman, 273 N. Y. 167, 7 N. E. 2d 30, 110 A. L. R. 
1411, this court surrendered its view that Sec. 2 is essentially ob- 
noxious to the due process clauses. 

Plaintiffs do business in the village of Port Chester as vendors 
of alcoholic beverages at retail for off-premises consumption. Pur- 
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suant to the Fair Trade Act, they agreed not to resell specified 
branded liquors which were within the purview of the statute, except 
at prices stipulated by the distillers thereof. With knowledge of 
these agreements, the defendant, a competitor of the plaintiffs, 
acquired liquors of the same brands and resold them at retail at 
prices less than the retail prices stipulated by the distillers. These 
admitted violations of the statute having been enjoined by a judg- 
ment granted to the plaintiffs on the pleadings, the defendant now 
appeals to this court by leave of the Appellate Division. Precisely 
stated, the issue for determination is whether a violation of Sec. 2 
by a non-signatory retail reseller is actionable at the suit of a signa 
tory competitor. 

Before the Fair Trade Act had become part of our statutes, it 
had been said in this court: ““The law endeavors to protect the in- 
terest of parties in existing contractual relations from intentional 
and wrongful interference by strangers. The principle constitutes 
a limitation upon the doctrine of freedom of contract, which courts 
have imposed in an attempt to promote justice and fair dealing and 
to prevent wrongs.” Reiner v. North American Newspaper Alli- 
ance, 259 N. Y. 250, 254, 181 N. E. 561, 562, 88 A. L. R. 23. Sec- 
tion 2 of the statute is an extension of this principle. Conscious 
disregarded of price maintenance provisions by non-signatories is 
made a tort (“unfair competition”) and is made “actionable at the 
suit of any person damaged thereby.”’ This last phrase must, we 
think, be taken to include a retail reseller who is bound to abide by 
the resale price restrictions of a fair trade agreement. 

Our conclusion is that the relief awarded to the plaintiffs by the 
courts below had clear warrant in the statute. 

We express no opinion as to whether a reseller must observe 
resale price restrictions laid down after he acquired the commodity. 
Cf. Old Dearborn Distributing Co. v. Seagram-Distillers Corp., 
299 U.S. 183, 194, 57 S. Ct. 189, 81 L. Ed. 109, 106 A. L. R. 1476 
[27 T.-M. Rep. 3]. 


The judgment should be affirmed with costs. 
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Crane, C. J., and Lenman, Husss, Fincnu, and Rippry, JJ., 
concur. O’Brien, J., taking no part. 
Judgment affirmed. 


DECISIONS OF THE COMMISSIONER OF PATENTS 
Act of 1920 


Frazer, A. C.: Gantner & Mattern Company held entitled te 
registration under the Act of February 20, 1905, of the notation 
‘Floating Bra” as a trade-mark for swim suits, play suits, sweaters 
and underwear, reversing the holding of the Examiner of Trade- 
Marks that the mark is incapable of functioning as a trade-mark for 
such goods. 

He said: 


Descriptiveness is no bar to registration under the Act of 1920, provided 
the mark in question also indicates origin of the merchandise to which it is 
iffixed. While descriptive of applicant’s goods, I do not think the words 
“Floating Bra” are entirely devoid of trade-mark significance. The expres- 
sion is not one in common use, or that would ordinarily be applied to such 
goods. Upon the present record I must assume that applicant’s use had 
been exclusive for not less than one year when the application was amended. 
This being true, it is not improbable that the mark has acquired a secondary 
meaning with respect to applicant’s merchandise! 


Cancellation 


Mackin, F. A. C.: Rendered the following decision: 


The request filed by Kellogg Company on June 29, 1939, to cancel regis- 
tration of The Shredded Wheat Company, No. 213,456, is granted in view 
of the decision of the Supreme Court of the United States in Kellogg Com- 
pany v. National Biscuit ( ompany, 305 U. S. 11 [28 T.-M. Rep. 569]. 

This registration No. 213,456 is ordered canceled.” 


Cancellation—E vidence 


Frazer, A. C.: Affirmed the Examiner of Trade-Mark Inter- 


ferences in dismissing the petition of Blackstone Products Co., Inc. 


1 Ex parte Gantner & Mattern Company, Ser. No. 378,483, 163 M. D. 357 
\ugust 25, 1939. 

* Kellogg Company v. The Shredded Wheat Company (National Biscuit 
Company, Assignee, Substituted), Canc. No. 2,653, 163 M. D. 359, August 
3, 1939. 
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to cancel the registration of the name “Blackstone” under the Act 
of March 19, 1920, to Colton Razor Blade Company as a trade- 
mark for safety razor blades. 

He said: 

It appears that petitioner now uses substantially the same mark on the 
same goods; but such use, as of a date sufficiently early to negative 
respondent’s right to the registration here in issue, is neither pleaded nor 
satisfactorily proved. 

Then, in reference to petitioner’s argument that respondent had 
not raised this issue and that therefore the proof given by petitioner 
was sufficient, he said: 

The fallacy of this argument is at once apparent. The burden of proof 
was upon petitioner; and respondent’s failure, prior to final hearing, to 


question the sufficiency of the evidence adduced by petitioner, added nothing 
to the probative value of such evidence? 


Conflicting Marks 


Mackun, F, A. C.: Dismissed the appeal of Hiram Walker & 
Sons, Inc., the opposer, from the decision. of the Examiner of Trade- 


Mark Interferences that the mark “Arcadia Club” for whiskey is 
not registrable to Atlas Distilled Products, Inc., holding that 
“Arcadia” is geographical and “Club” is descriptive of the goods 
to which the mark is applied. He said: 


The holding that “Arcadia Club” is geographical and that therefore 
applicant is not entitled to registration, from which ruling the applicant did 
not appeal, disposed of the opposition. The question of confusion would 
then seem to me to become a moot question so far as this appeal is con- 
cerned. The case has been heard and carefully considered and rather than 


dismiss the appeal summarily I will state my opinion on the question of con- 
fusion. 


With reference to the question of similarity of the mark to op- 
poser’s mark “Canadian Club” he said: 


The applicant’s mark is not merely “Arcadia,” but is used with the 
word “Club,” and opposer calls attention to the use of a shield in both marks 
here involved. 

Both marks are applied to whiskey. Obviously, there is no question as 
to the sameness of the description of the goods. 


3 Blackstone Products Co., Inc. v. Colton Razor Blade Company, Canc. 
No. 3,251, 163 M. D. 355, August 23, 1939. 
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The applicant shows block letters in his application and, as stated, also 
shows a shield, and points out that opposer’s mark as registered and as 
uniformly used is in script. 

The marks, however, should be considered as a whole, and the essential 
similarity of the two marks resides in the words, whether written, printed 
or spoken, “Canadian Club” and “Arcadia Club.” The question is properly 
raised “Why did the applicant choose to use a seal or heraldry shield with 
its word, when a like symbol has been used and associated with the words 
“Canadian Club,” according to the testimony, for many years prior to the 
adoption by the applicant of its mark here involved? 

The natural pronunciation of “Canadian” and “Arcadia” emphasize the 
second syllable of the four syllables in each word. 

The sound, particularly when spoken with the word “Club,” in each case 
is quite similar. It is conceivable to me that even intelligent purchasers 
might assume that “Arcadia Club” is a product of the opposer, who has 
long used “Canadian Club,” but whether or not this is of any importance, 
opposer's testimony shows that in many instances orders for whiskey are 
given orally. The orders may be passed along from one to another before 
the intended selected drink reaches the customer. The testimony speaks of 
the practice required by law of ordering from printed lists of brand names 
where the goods are not permitted to be displayed in bottles. 

The opinions of witnesses called for the purpose are not necessarily 
persuasive, but in the present instance these support my own views and 
my conclusion that there is likelihood of confusion between these two 
marks as applied to whiskeys which may be, and are, sold in the same 
territory. 


He then said as to appellant’s right to an appeal in this case: 


The applicant having failed to appeal from the Examiner’s holding that 
its mark is not registrable, there is no statutory relief which appellant- 
opposer may receive in this proceeding.* 


Frazer, A. C.: Affirmed the decision of the Examiner of Inter- 
ferences sustaining the opposition of Kellogg Company to registra- 
tion of the notation “Hampton's Crackles” to the Hampton Cracker 
Company, Inc. as a trade-mark for butter crackers. 

After noting that the Examiner had adjudged applicant’s mark 
unregistrable on the ground that it includes a surname not distinc- 
tively displayed, he said: 

Applicant’s mark is the notation “Hampton’s Crackles” printed in out- 
line type. The style of type, and the fact that the letters “m” and “n” are 
in lower case while the other letters are capitals, are the only unusual 
features to be found in the name “Hampton’s” as it appears on the draw- 


ing; and I am clearly of the opinion that it is unregistrable, without dis- 
claimer, under the rule laid down by the Court of Customs and Patents 


*Hiram Walker & Sons, Inc. v. Atlas Distilled Products, Inc., Opp’n 
No, 17,039, 163 M. D. 335, August 4, 1939. 
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Appeals in the case of In re Nisley Shoe Co., 19 C. C. P. A. 1211, 58 F. (2d) 
426 [22 T.-M. Rep. 265]. 
* * 


The fact that the name is used in conjunction with an arbitrary term 
adds nothing to its registrability. 


He pointed out that the opposer pleaded its ownership of three 
registered marks, chiefly relying on the mark “Korn Krackel’’ which 
it had used several years before applicant’s first use of the mark 
sought to be registered, and said: 

That the goods of the parties are of the same descriptive properties I 
have no doubt, nor does applicant seriously argue that they are not. 

Concerning applicant’s argument that the two marks viewed in 
their entireties differ sufficiently that there is no reasonable likeli- 
hood of confusion in their concurrent use, he cited the decision 
California Prune § Apricot Growers Association v. Dobry Flour 
Mills, Inc., 101 F. (2d) 838 [29 T.-M. Rep. 151] and the decision 
American Brewing Co. v. Delatour Beverage Corporation, 26 C. C. 
P. A. 778, 100 F. (2d) 253 [29 T.-M. Rep. 40], and said: 

It would therefore seem that the name “Hampton’s” in applicant’s mark, 
and the disclaimed word “Korn” in opposer’s mark, may properly be dis- 
regarded, and that the determinative question is whether or not the word 
“Crackles” so nearly resembles the word “Krackel” as to be likely to con- 
fuse the public or to deceive purchasers when applied to merchandise of 
the same descriptive properties and of the character here involved. I am 
clearly of the opinion that it does. The fact that no actual confusion has 


been shown, while a circumstance to be considered, is not of controlling 
importance. Likelihood of confusion is sufficient. 


Frazer, A. C.: Sustained the opposition of B. Altman & Co., 
owner of the mark “‘Balta-Tex”’ for pajamas, to the registration of 
the mark “Bal-Tuck” for the same goods of Lubin-Weeker Co., Inc.: 

In holding the marks confusingly similar he said: 


It seems manifest to me that the two marks “Bal-Tuck” and “Balta- 
Tex” are too nearly alike, both in sound and appearance, to be used con- 
currently on identical goods of the character here involved without likeli- 
hood of confusion. It is stipulated that “in the trade” the prefix “Bal” of 
applicant’s mark is usually pronounced with the vowel sound as in “bal- 
briggan” or “am,” while in opposer’s mark it is usually pronounced as in 
“Malta” or “Maltese.” There is, however, “no such thing as a correct 


5 Kellogg Company v. The Hampton Cracker Company, Inc., Opp’n No. 
16,990, 163 M. D. 340, August 8, 1939. 
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pronunciation for a trade-mark.” The American Products Co. v. Leonard, 
i9 C. C. P. A. 742, 53 F. (2d) 894 [22 T.-M. Rep. 64]. And regardless of 
pronunciation I think the marks under consideration would remain confus- 
ingly similar.® 


Frazer, A. C.: Affirmed the action of the Examiner of Inter- 
ferences in sustaining the opposition of Montag Brothers, Inc. to 
the registration to Atlas Paper Box Company of a trade-mark for 
“school tablets for pen or pencil.” 


He described the marks of the applicant and the opposer as 
follows: 


Applicant’s mark is the representation of a bridled horse’s head and 
neck, facing toward the left and surrounded by a horseshoe, beneath which 
are the letters “A P B Co” within a small circle, and the notation “the 
Thorobred School Series.” The word “Thorobred” is displayed in outstand- 
inly large type. The words “School Series” are disclaimed. The goods to 
which the mark is applied are described in the application as “school 
tablets, for pen or pencil.” 

Opposer’s mark here relied upon is the representation of a_ bridled 
horse’s head and neck, facing toward the left, with a wall or fence in the 
background, all inclosed within a rectangular border above the words “Blue 
Horse.” This mark is registered for a number of items of merchandise in- 
cluding “pencil tablets,” and has been in use with such goods since a date 
many years prior to applicant’s adoption of the mark it seeks to register. 


Then, as to the question of confusing similarity of the marks, 
he said: 


I find myself in agreement with the Examiner of Interferences “that 
the similarities in the marks outweigh the differences to an extent that 
their concurrent use upon the goods named is reasonably likely to cause 
confusion.” It is true, as applicant points out, that the horse’s head of its 
mark differs somewhat in appearance from the horse’s head of opposer’s 
mark; that the bridles are not of the same type; that the other design 
features of the two marks are dissimilar; and that in the absence of the 
horses’ heads there would be little, if any, likelihood of confusion between 
the notations “Blue Horse” and “Thorobred.” Viewed as a whole, how- 
ever, and taking into consideration the identity and the inexpensiveness of 
the goods, and the fact that they are sold largely to school children, I think 


the marks are too nearly similar to be used concurrently without at least 
a probability of confusion.’ 


Frazer, A. C.: Affirmed the Examiner of Interferences in sus- 
taining the petition of Pittsburgh Plate Glass Company for cancel- 


®°B. Altman & Co. v. Lubin-Weeker Co., Inc., Opp’n No. 17,100, 163 
M. D. 343, August 14, 1939. 


7 Montag Brothers, Inc. v. Atlas Paper Box Company, Opp’n No. 16,833, 
163 M. D. 347, August 15, 1939. 
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lation of registration of the mark “Ironhard” for ready mixed 
varnishes and paints to William Isenberg, holding that the mark 
is confusingly similar to respondent’s registered mark “Ironhide.” 


He said: 


It appears from the record that respondent’s paints are not suitable for 
use on metal surfaces, but it is conceded by respondent that they are of 
the same descriptive properties as petitioner’s product; and as described in 
the two registrations it is my opinion that the goods of the parties must be 
considered substantially identical. That the marks “Ironhide” and “Iron- 
hard,” as applied to such goods, are so nearly similar as to be likely to be 
confused seems manifest.® 


Frazer, A. C.: Affirmed the Examiner of Interferences in sus- 
taining the opposition of Minnesota Valley Canning Company to 
the application of Bozeman Canning Company for registration of 
a trade-mark. 

In describing applicant’s mark he said: 


The mark sought to be registered is described by the Examiner as “com- 
prising a rather grotesque doll-like figure having a circular body and head, 
the figure being in a standing posture and carrying a large partially opened 
pea pod over its back.” Above the figure appears the name “Bozeman’s,” 
and upon its body the notation “Big P’s,” all disclaimed apart from the 
mark as shown. The goods to which the mark is applied are canned peas, 
and use is claimed since June 28, 1937. 


And as to opposer’s registered mark he said: 


Opposer relies on a number of trade-mark registrations for canned peas, 
only one of which need be considered. It discloses the picture of a man in 
a standing posture, attired in a rough skin, and carrying before him a large 
pea pod partially opened. With the picture are associated the words 
“Green Giant” and the disclaimed notation “Great Big Tender Peas.” This 
registration was issued June 12, 1927. 


Then, after stating that he was constrained to agree with the 
Examiner that the marks are confusingly similar, he said: 


I agree with applicant that the pea pod of each mark is in itself descrip- 
tive of canned peas, and that opposer is not entitled to its exclusive use. 
I am unable to agree, however, that this feature constitutes the only resem- 
blance between the marks. Both depict a figure, more or less human in 
appearance, carrying a pea pod of exaggerated size and partially opened. 
The expressions “Great Big Tender Peas” and “Big P’s” convey the same 


8 Pittsburgh Plate Glass Company v. William Isenberg (Isenberg Paint 
& Color Works, Ltd., Assignee, Substituted, by Change of Name Ironhard 
Paint & Color Works, Ltd.), Canc. No. 3,263, 163 M. D. 349, August 16, 1939. 
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idea, and though disclaimed may not be entirely disregarded in comparing 
the marks as a whole. To my mind their occurrence accentuates to a con- 
siderable degree the impression likely to remain in the mind of the observer 
with respect to each mark, namely, that of a man holding a large pod of 


peas. I think it is reasonably probable that some purchasers would thus be 
confused to opposer’s damage. 


Concerning applicant’s contention that expressions indicating 
size have been so commonly used in trade-marks as to preclude their 
exclusive appropriation by anyone, he said: 


The only question here presented, however, is whether or not applicant's 
mark and opposer’s mark are confusingly similar; and the fact that a 
portion of opposer’s mark is publici juris, even if proved, would add noth- 
ing to the registrability of applicant’s mark. Skelly Oil Co. v. Powerine Co., 
24 C. C. P. A. 790, 86 F. (2d) 752 [27 T.-M. Rep. 78].° 


Frazer, A. C.: Sustained the opposition of Lynndale Distillery 
Company to the application of United Distillers (of America), Ltd 
for registration of the notation “Korn Top” as a trade-mark for 
whisky, gin, ete. 

After noting that opposer owns the trade-mark “Corn Tassel” 
registered for the same goods some years prior to applicant’s 
claimed date of first use and that the only question for determination 
was whether the marks are confusingly similar, he said: 


Applicant urges that the word “corn” is descriptive of whisky, and 
hence not subject to exclusive appropriation. This is an indirect attack 
upon the validity of opposer’s registration, which may not be considered in 
a proceeding of this character. Skelly Oil Co. v. Powerine Co., 24 C. C. 
P. A. 790, 86 F. (2d) 752 [27 T.-M. Rep. 78]. Moreover, if the word “Corn” 
in opposer’s mark is descriptive, so is its equivalent, “Korn,” in applicant’s 
mark. As no disclaimer has been filed in the application, applicant in effect 
thus argues that its own mark as presented is non-registrable. Be that as 
it may, I am clearly of the opinion that the two marks “Corn Tassel” and 
“Korn Top,” as applied to identical goods of the character here involved, 
are too nearly alike to be used concurrently without likelihood of confusion, 
and that for this reason the opposition was properly sustained.’ 


Frazer, A. C.: Reversed the decision of the Examiner of Inter- 
ferences and sustained the opposition of Motor Wheel Corporation 
to the application of Sherwood Brothers, Incorporated for regis- 


® Minnesota Valley Canning Company v. Bozeman Canniny Company, 
Opp’n No. 17,406, 163 M. D. 357, August 25, 1939. 

1° Lynndale Distillery Company v. United Distillers (of America), Ltd.,. 
Opp’n No. 17,460, 163 M. D. 359, August 29, 1939. 
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tration of the notation “Magic Therm” as a trade-mark for oil 
burners. 


After noting that the opposition was based on opposer's owner- 
ship of the trade-mark ‘““Duo-Therm,” applied to the same goods, 
and registered before the applicant’s filing date he said: 


Opposer’s-evidence establishes that this mark was adopted in June, 1935, 
since which time it has been extensively used and advertised throughout the 
United States. Having taken no testimony applicant is restricted to the 
filing date of its application as the date of first use of the mark sought to 
be registered. Federal Products Co. v. Lewis, 57 App. D. C. 338, 23 F. (2d) 
759 [18 T.-M. Rep. 30]. 


He then expressed doubt as to the propriety of the Examiner's 
assumption that the word “therm” is in common use in connection 
with heating devices and said: 

Opposer must be presumed to own its mark as registered; and in determ- 
ining the question of confusing similarity between opposer’s mark and ap- 
plicant’s mark, both must be considered in their entireties. So considering 
them, and resolving doubts in favor of the first user, I am constrained to 


hold that such marks, applied to identical goods, may cause confusion, and 
that the opposition should be sustained." 


Frazer, A. C.: Affirmed the Examiner of Interferences in sus- 
taining the opposition of Scovill Manufacturing Company to the 
application of Burgess Battery Company for registration of the 
notation “Range Finder” as a trade-mark for electric flashlights. 

After noting that the decision was predicated upon opposer’s 
mark “Ranger,” used on the same goods and registered five years 
before applicant’s first date of use, he said: 


I agree with applicant that the expressions “Ranger” and “Range 
Finder” differ considerably in meaning; but that “is not the only factor to 
be considered, for appearance and sound are equally important.” Kroger 
Grocery & Baking Co. v. Blue Earth Canning Co., 24 C. C. P. A. 1098, 88 
F. (2d) 725. In view of the identity of the goods to which the marks are 
respectively applied I am clearly of the opinion that applicant’s mark so 
nearly resembles the mark of opposer, both in appearance and in sound, as 
to be likely to confuse the public or to deceive purchasers.12 


Frazer, A. C.: Reversed the Examiner of Interferences, who 
had dimissed the opposition of R. H. Macy & Co., Inc. to the ap- 


11 Motor Wheel Corporation v. Sherwood Brothers, Inc., Opp’n No. 17,416, 
163 M. D. 360, August 29, 1939. 

12 Scovill Manufacturing Company v. Burgess Battery Company, Opp’n 
No. 17,237, 163 M. D. 364, August 31, 1939. 
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plication of Marshall Field & Company for registration of the 


notation “Crepeglo” as a trade-mark for women’s genuine crepe 
hosiery. 

He noted that applicant claimed use since February 1, 1936, 
and that opposer relied upon its mark “Crepetex,” registered 


August 19, 1930, and since used continuously on the same goods. 
He then said: 


It was the Examiner's opinion that because the word “crepe” is the name 
of a certain type of silk fabric, and thus has a descriptive significance as 
applied to silk hosiery, “purchasers would pay little attention to the first 
syllable of the marks as bearing upon the origin of the goods, but, seeing 
the marks as a whole the mind would fasten upon the differences in the 
marks.” Be that as it may, however, the marks of the parties are not to be 
dissected, but must be compared as a whole; and if when so compared they 
appear to be confusingly similar, “the fact that the registered mark or a 
portion of it may be descriptive in character affords no justification for 
disregarding the similarity in passing upon the right to register.” Skelly 
Oil Co. v. Powerine Co., 24 C. C. P. A. 790, 86 F. (2d) 752 [27 T.-M. Rep. 
78]. Applying this rule to the marks before me, I am clearly of the opinion 
that they bear sufficient resemblance to create at least a reasonable proba- 
bility that their use on identical merchandise of the character here involved 
would lead to confusion. 


Descriptive Terms 


Frazer, A. C.: Sustained the Examiner of Trade-Marks in 
refusing registration to The Massey-Harris Company of the nota- 
tion “‘T'win-Power” as a trade-mark for farm tractors and parts 
thereof, the ground of the refusal being that the mark is descriptive 
of the goods. 

He quoted from applicant’s advertising and said: 


The engine of applicant’s tractor is so devised that it can be adjusted to 
develop approximately thirty horsepower for traction work, and ap- 
proximately forty horsepower for belt work. 


He then said: 


In other words, applicant’s tractor is equipped with an engine capable 
of developing a minimum and a maximum horsepower as occasion may de- 
mand. That is to say, it is a “two-power” or a “twin-power” machine, and 
is in my opinion aptly described by either expression. Applicant points 
out that the words “twin-power” have “never before been applied to any 
tractor,” but this fact does not alter their descriptiveness as applied to 


18 R. H. Macy & Co., Inc. v. Marshall Field & Company, Opp’n No. 17,594, 
163 M. D. 365, August 31, 1939. 
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applicant’s tractors. In re Bailey Meter Co. (C. C. P. A.), 102 F. (2d) 
843 [29 T.-M. 293].14 


Frazer, A. C.: Affirmed the refusal of the Examiner of Trade- 
Marks to register the notation “Speedie Rub” as a trade-mark to 
McAleer Manufacturing Company for a combined polishing and 
cleaning preparation for automobiles and the like. 

In holding the mark to be descriptive of the goods, he said: 


On the specimen labels filed with the application, “showing the trade- 
mark as actually used,” applicant’s goods are described as a “rubbing com- 
pound.” Certainly, if the marks were “Speedie Rubbing Compound,” or 
“Speedie Rub Compound,” it would be purely descriptive; and I think the 
abbreviated expression, “Speedie Rub,’ would convey precisely the same 
descriptive significance to the average individual. 


Estoppel 


Frazer, A. C.: Affirmed the refusal of the Examiner of Trade- 
Marks to register the notation ““Pin-It-Up” as a trade-mark for elec- 
tric lamps to Railley Corporation. 

After noting that the applicant claimed ownership of a registra- 
tion of the same mark for substantially the same goods issued to 
Linfitt-Hunter-Ward, Inc., under the provisions of the Act of 
March 19, 1920, and that the Examiner held such ownership estops 
applicant to assert that the mark is registrable under the Act of 
1905, he quoted the applicant’s argument that it was not responsible 
for the act of Linfitt-Hunter-Ward, Inc., in registering the mark 
under the 1920 act instead of the 1905 act, and said: 


It is my opinion that the assignee of a trade-mark is subject to the same 
limitations with respect thereto as was the assignor, and that the situation 
here presented is precisely the same as if applicant had itself effected the 
registration it acquired from Linfitt-Hunter-Ward, Inc. If a mark is 
registrable under the Act of 1905, it is not registrable under the Act of 
1920; and it would be incongruous, to say the least, to permit registration 
under both acts of the same mark to the same individual. 

The application of Linfitt-Hunter-Ward, Inc., was originally filed under 
the Act of 1905, and was rejected by the Examiner on the ground that the 
mark was descriptive of the goods. In response to that action the appli- 


14 Ex parte The Massey-Harris Company, Ser. No. 397,763, 163 M. D. 344, 
August 15, 1939. 

15 Ex parte McAleer Manufacturing Company, Ser. No. 411,230, 163 
M. D. 354, August 23, 1939. , 
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cation was amended to bring it within the provisions of the Act of 1920. 
The present applicant’s assignor thus admitted its mark to be descriptive, 
and I am clearly of the opinion that applicant is bound by such admission. 


On petition for rehearing, Assistant Commissioner Frazer, in 
a decision rendered August 21, 1939 (163 M. D. 352), concluded 
that applicant was entitled to a determination of the question of 
descriptiveness of its mark as well as the question of estoppel, on 
which the original decision was based. 

He said: 

Counsel for applicant thus seem to assume that the cancellation of ap- 
plicant’s 1920 registration would insure allowance of the present application 
were the mark held to be nondescriptive. That is a point upon which I 


expressly reserve judgment, leaving its solution in the first instance to 
the Examiner of Trade-Marks. 

It is my opinion, however, that applicant’s mark, while highly suggestive, 
is not objectionably descriptive of the goods to which it is applied; and the 
Examiner’s refusal to register on that ground is disapproved. His refusal 
to register on the ground of estoppel stands affirmed for the reasons stated 
in my former decision.1® 


Goods of Different Descriptive Properties 


Frazer, A. C.: Reversed the Examiner of Interferences dis- 
missing the opposition of Universal Paper Products Company to 
the registration of the notation “Vee-Tux” to Bemis Bro. Bag Co. 
as a trade-mark for combination fabric and paper bags for contain- 
ing pulverized, granular or lump material and the like. 

He noted that: 

Opposer relies upon its ownership of the trade-mark “Veecup” for 


paper cups, registered some months before applicant’s claimed date of first 
use, and alleged to be confusingly simulated by applicant’s mark. 


He observed that the parties were admittedly not competitors 
and said: 


The likelihood of opposer’s entering upon the manufacture of such bags 
would thus seem to be extremely remote, and opposer’s asserted right to 
trade-mark protection in the logical expansion of its business is not in- 
volved. 


16 Ex parte Railley Corporation, Ser. No. 379,533, 163 M. D. 331, August 
4, 1939. 
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He then said: 


I think the determinative question is simply whether or not paper cups 
are merchandise of the same descriptive properties, within the meaning of 
the Trade-Mark Act, as combination fabric and paper bags. 















And then as to opposer’s argument that cups and bags are both 
containers and therefore necessarily of the same descriptive proper- 
ties, he said: 


Many articles of merchandise belonging to different classes may be 
roughly defined as containers. A few that happen to be within sight as 
this is written are a brief bag, a thermos jug, a bookcase, and an inkwell. 
Opposer’s goods and those of applicant are perhaps more nearly related 
than any two of these items, but all are capable of the same general defini- 
tion, and obviously that fact alone does not render their descriptive prop- 
erties the same. 

Opposer’s cups and applicant’s bags differ widely in appearance and in 
use. They are noncompetitive articles. Both, in part at least, are made 
of paper; but that is not of controlling importance. 

Upon the record before me I am constrained to hold that these goods 
are not of the same descriptive properties. 























Finally as to the question of descriptiveness of applicant’s mark, 
he said: 


Opposer urges that applicant’s mark should be denied registration, 
ex parte, because descriptive of applicant’s goods, applicant’s counsel hav- 
ing stated in a brief filed before the Examiner of Interferences that the 
mark “signifies something in which there are tucks, folded in a V-like 
manner.” Certainly such significance is suggested by the expression “Vee- 
Tux,” but I do not think the mark is objectionably descriptive. 


Goods of Same Descriptive Properties 





Frazer, A. C.: Affirmed the decision of the Examiner of Inter- 
ferences sustaining the opposition of Time, Incorporated to the 
registration to Leslie Vernon Larson of a mark consisting of the 
word “Life” displayed upon a panel in association with the represen- 
tation of a bucksaw hanging upon a sawbuck, for use on exposed and 
developed moving picture film. 

Concerning certain interlocutory matters he said: 


More than a year after the institution of the proceeding opposer moved 
to amend its notice of opposition to allege the corporate existence of Life, 
Inc., and that applicant’s mark should be refused registration because sub- 


17 Universal Paper Products Company v. Bemis Bro. Bag Co., Opp’n No. 
17,812, 163 M. D. 362, August 30, 1939. 
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stantially identical with the name of such corporation. For at least two 
reasons the motion to amend was properly denied by the Examiner of In- 
terferences. The first is that new grounds of opposition may not be added 
by amendment after the expiration of the statutory thirty day period within 
which a notice may be filed. The Hannis Distilling Co. vy. George W. Torrey 
Co., 32 App. D. C. 530. The second is that, as the right to object to the 
registration of its corporate name by another may be waived by the owner 
(Rockwood Pottery Co. vy. A. Wilhelm Co., 48 App. D. C. 1 [4 T.-M. Rep. 
174]),° manifestly such registration may not be opposed by a third party. 
The asserted fact that opposer owns all of the capital stock of Life, Inc., 
is in my opinion immaterial. Ex parte United States Steel Corporation, 
159 M. D. 337 [24 T.-M. Rep. 598]. 


After pointing out that opposer’s magazine Life is largely de- 
voted to photographs obtained from all available sources and is 
familiar to a majority of motion picture theater patrons throughout 
the United States, he said: 


Manifestly, there are many differences between a picture magazine and 
“exposed and developed moving picture film.” Both, however, are used for 
the common purpose of exhibiting photographs to the public; and upon the 
record before me I am convinced that many persons seeing Life pictures 
on the screen would assume that they were in some manner connected with 
or sponsored by the Life magazine. This is the sort of confusion that the 
statute aims to prevent. 

The question is a close one, but after very careful consideration I am 
constrained to agree with the Examiner of Interferences that the goods 
here involved are of the same descriptive properties within the meaning of 
the Trade-Mark Act. It follows that in my opinion the opposition was 
properly sustained. 

Opposer claims to have succeeded to the good-will of Life Publishing 
Company, now defunct, which had used the mark in issue on a magazine 
since 1883, prior to its transfer to opposer in October, 1936. Applicant 
questions opposer’s own use antedates that of applicant the point record, 
to the benefit of its predecessor's early use; but as opposer’s own use 
antedates that of applicant the point becomes immaterial.'® 


Frazer, A. C.: Affirmed the Examiner of Trade-Mark Inter- 
ferences in sustaining the petition of John B. Stetson Company for 
cancellation of the registration to Spear & Susskind under the Act 
of March 19, 1920, of the name “Stetson” in connection with cer- 
tain listed personal accessories, including handbags, plated in whole 
or in part with precious metal. 


18 Time, Incorporated v. Leslie Vernon Larson, Opp’n No. 16,662, 163 
M. D. 329, August 2, 1939. 
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After holding that the evidence established that petitioner had 
sold handbags bearing the name “Stetson” during the year immedi- 
ately preceding respondent’s filing date, he said: 


It follows that respondent’s mark had not “been in bona fide use for 
not less than one year” when the application was filed, and that if peti- 
tioner has shown itself to be injured the registration should be canceled. 
Buffalo Rock Co. v. Allen, 495 O. G. 717 [28 T.-M. Rep. 560]. The marks of 
the parties being identical, and the goods in part the same, damage to the 
petitioner will be presumed where, as here, its use of the mark is established 
at or about the time of filing the petition to cancel. 

Respondent urges that because its handbags are “made or plated in 
whole or in part with precious metal” they are not of the same descriptive 
properties as the handbags sold by petitioner, which are made of felt. 
I do not think the law permits of any such refined distinction. A handbag 
is a handbag regardless of the material from which it is fabricated, and 
all handbags are essentially merchandise of the same descriptive proper- 
ties. While no other item conflicts with the goods to which petitioner has 
applied the mark in issue, the inclusion of handbags in respondent’s regis- 
tration entitles petitioner to its cancellation.’ 


Non-Conflicting Marks 
Frazer, A. C.: Affirmed the Examiner of Interferences in dis- 
missing the opposition of Hiram Walker & Sons, Inc. to the applica- 


tion of Pacific Distillers, Inc. for registration of the notation “Swan- 
dale” as a trade-mark for gin. 


After noting that the opposition was based on the ground of 
confusing similarity of applicant’s mark to opposer’s registered 
mark “White Swan” used on the same goods prior to applicant’s first 
use of its mark, he said: 

The only question presented for determination is whether or not ap- 
plicant’s mark so nearly resembles either of opposer’s said marks as to be 
likely to confuse the public or to deceive purchasers. I am clearly of the 
opinion that it does not. The two expressions “Swandale” and “White 


Swan” differ greatly in appearance, sound and significance; and certainly 
there is no similarity between applicant’s word and opposer’s picture.°° 


Non-Descriptive Marks 


Frazer, A. C.: Held that the notation “Eventually Gold Medal” 
is registrable to General Mills, Inc. as a trade-mark for poultry 


food, dog food, and stock food. 
19 John B. Stetson Company v. Spear & Susskind, Canc. No. 3,258, 163 
M. D. 333, August 4, 1939. 


°0 Hiram Walker & Sons, Inc. v. Pacific Distillers, Inc., Opp’n No. 17,375, 
163 M. D. 356, August 23, 1939. 
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In reversing the holding of the Examiner of Trade-Marks that 
the words “Gold Medal” are descriptive of the goods, he quoted 
from the case of In re Vortex Cup Co., 28 C. C. P. A. 1166, 83 F. 
(2d) 821 [26 T.-M. Rep. 355], in which the court held the word 
“Trophy” was not descriptive of drinking cups and was registrable 
as a trade-mark therefor, and said: 

I think the quoted language is equally applicable to the expression “Gold 


Medal” as used in applicant’s mark, and that the mark as a whole is not 
objectionably descriptive.*! 


Frazer, A. C.: Affirmed the Examiner of Interferences in dis- 
missing the petition of Ironhard Paint & Color Works, Ltd. for 
cancellation of the registration to Patton Paint Company of the 
trade-mark “Ironhide” for use in connection with ready mixed paint 
for use as a protective coating for metal surfaces. 

As to petitioner’s argument that the term “hide’’ means skin or 
covering and is descriptive of the paint when applied or the skin 
formed on the paint when exposed in the container and that the mark 
also means something to hide iron, he said: 


It seems to me that the rather dubious reasoning to which petitioner has 
found resort is in itself quite convincing evidence that respondent’s mark, 
while perhaps highly suggestive, is not objectionably descriptive. No one 
would normally think of paint over iron as a hide. No one would be likely 
to assume that the expression “Ironhide” means that the painted iron is 
hidden. Nor is it likely that respondent’s notation would even faintly sug- 
gest to the average individual the condition of paint in bulk that has been 
exposed to the atmosphere. It would require the exercise of one’s imagina- 
tive faculties, as it did in the case of petitioner’s counsel, to find a descrip- 
tive significance in respondent’s mark. In my opinion the expression “Iron- 
hide” as applied to paint, regardless of the material to be painted, is incon- 
gruous and unique and constitutes a valid trade-mark. 


He then said: 


The second point argued by petitioner is that respondent’s mark should 
have been refused registration because at the time the application was filed 
a Similar mark for similar goods had already been registered. Even had 
this fact been pleaded in the petition to cancel, which it was not, it would 
have been of no avail to petitioner. Obviously, respondents asserted in- 


fringement of the registered trade-mark of a third party could not result in 
injury to petitioner.*? 


“1 Ex parte General Mills, Inc., Ser. No. 410,074, 163 M. D. 338, August 
7, 1939. 

*2 Tronhard Paint & Color Works, Ltd. v. Patton Paint Company (Pitts- 
burgh Plate Glass Company, Renewant), Canc. No. 3,304, 163 M. D. 350, 
August 16, 1939. 
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Not a Trade-Mark 


Van Arspace, A. C.: Sustained the refusal of the Examiner of 
Trade-Marks to register to Burgess Battery Company as a trade- 
mark alternating black and white stripes, unrestricted as to number 
or length or as to the shape or size of the area covered by the strip- 
ing. 

He noted that applicant had submitted affidavits to the effect 
that by extensive advertising the trade had to a considerable extent 
become educated to view the striped marking as indicating that 
applicant was the source of the goods to which it was applied. He 
then said: 


Without such advertising, the over-all striping, in my opinion, would be 
considered by the trade and by the public as being merely the dress or 
ornamentation of the goods and packages and not a trade-mark, and there- 
fore not entitled to registration. Ex parte Henry Tetlow Co., 267 O. G. 
184, 1919 C. D. 99 [10 T.-M. Rep. 56]; Ex parte John Frier, 156 M. D. 738 
[21 T.-M. Rep. 642]; Ex parte James H. Matthews Co., 156 M. D. 467 
[20 T.-M. Rep. 553]. 

That the over-all striping since its adoption has acquir me trade- 
mark significance does not, in my opinion, change the status 0 che marking 
from constituting primarily the dress or ornamentation of the goods to the 
status of a technical trade-mark, and in my opinion does not render the 
mark registrable as a trade-mark. In re Canada Dry Ginger Ale, Inc., 
24C.C. P. A. 804, 86 F. (2d) 830.75 


23 Ex parte Burgess Battery Co., Ser. No. 413,107, 163 M. D. 332, August 
4, 1939. 





